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DIGEST OF CASES 
I. TRADEMARK ACT OF 1946 
CONSTRUCTION 
LANHAM ACT 


T. M. R. Page 
69, 1075, 1362 


The word “court” in the proviso of subsection 2(d) refers to a court of competent juris- 
diction and includes the competency of a State Court in an action involving a mark registered 
in the Patent Office. 69 

Marks merely descriptive of the product are not registrable but GLASS WAX not merely 
descriptive since it describes a wax for glass and not a cleaner. However since the evidence 
establishes that the product contains no wax, it is deceptively misdescriptive and hence not 
entitled to registration as a technical trademark. 

Patent Office refused to consider distinctiveness under 2(f) since required proof had to 
be submitted by affidavit and referred to in application which was not done by Gold Seal. 
Therefore the question as to whether GLAss wax has become distinctive will not be considered 
by trial court since the question has not been considered on the merits by the Patent Office 
and also concerns its internal rules. 1075 

Legislative history of Section 2(e) of statute indicates intent to permit legislation of full 
name of applicant, but will not issue if public is likely to be confused or deceived between 
applicant’s name and previously registered mark. 1362 


Section 5 


Where application for registration of a certification mark states “that the applicant is not 
engaged in the production of marketing of goods with which the mark is used,” and applicant 
licenses the use of a food chip formula and the mark used on such goods to licensees in pre- 
scribed territories who covenant not to make changes in the product or package without specific 
approval in writing by applicant held this would seem to establish use by a related company 
within the meaning of Sections 5 and 45, in which event the mark is a trademark and not a 
certification mark. 76 


Section 8 


Petitioner seeks review of finding of unacceptability of its affidavit submitted as required 
by Section 8 involving a 1905 registration for paints and varnishes of compound word 
LUSTRO-FINISH together with picture of man garbed in 1905 fashion. However, word and 
picture are not an integrated unit and specimens submitted with affidavit under Section 8 are 
sufficient, though LUSTRO-FINISH is shown in different style of printing and without picture, 
since the word is the distinguishing portion of registered mark and registrant has merely 
modernized it. Mark should be amended under Section 7 (d). 352 


Section 38 


Plaintiff obtained trademark registration of ACADEMY AWARD through false and fraudulent 
declarations to the Patent Office, and then began infringement suit against defendant in pur- 
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suance of plan of harassment; complaint was dismissed with prejudice. Under Section 38 
of Trademark Act, damages defendant suffered which consisted of attorneys’ fees and dis- 
bursements entailed in defense against attack were “damages sustained in consequences” of 
the false registration and recoverable. 


Facts show that corporation president, by means of corporation which he used as instru- 
ment of his will, injured defendant; under these circumstances corporate shield affords no 
protection to president against personal liability. 


In absence of intentional misrepresentation there is no basis for holding that defendant’s 
conduct requires Court to close its doors to defendant’s counterclaim under Section 38 of 
Trademark Act for damages sustained in consequences of plaintiff’s procurement of registra- 
tion by false declaration. 541 


Section 43 


Section 43(a) is not merely declaratory of existing law but creates a federal statutory 
tort, sui generis and therefore Johnson need not show wilful false description or actual diver- 
sion of trade but Johnson has failed to establish right to relief by way of injunction, profits, 
damages or costs since it is unable to show damage due to the fact that the public has not 
been misled by the mark in question. 1075 


Section 44 


Only effect of Section 44(c) of Act of 1946 is that if an applicant does not allege use 
in commerce, a registration will not be issued by United States Patent Office until mark has 
been registered in country of origin of applicant. 


Only effect of first sentence of Section 44(e) of Act of 1946 is to incorporate on behalf 
of applicant’s relying through their foreign registrations under Article 6 of International 
Convention for Protection of Industrial Property same standards for registrability on Principal 
Register as are established for registration of marks used in commerce, i.e., coined and 
fabricated marks, marks comprising arbitrary use of ordinary words, fanciful designs and 
secondary meaning marks; effect of second sentence is to implement Article 4D(3) of Con- 
vention. 


Effect of Section 44(f) of Act of 1946 is to say that eyen if mark does not conform to 
United States internal law, registration is independent, and duration, validity and transfer 
of registration shall be determined in accordance with internal law. 846 


Appellant appeals from decision of Commissioner of Patents ordering cancellation of 
registration of ACADEMY AWARD for ladies’ underwear, used since 1939. Appellee claims prior 
ownership of emblem ACADEMY AWARD used since 1927 and bases its petition on Section 14(c) 
of the Act of 1946 in that appellant’s registration of ACADEMY AWARD as a trademark for 
ladies’ underwear, falls within the category of non-registrable matter prohibited by the Statute. 
The Examiner dismissed the petition on ground that appellee was estopped by reason of laches, 
but was overruled by the Commissioner on the theory that laches was not applicable since the 
alleged trademark was placed on the register, contrary to the Act of 1905, and that a registra- 
tion issued contrary to the act is void ab initio. The defense of laches will be sustained under 
the Act of 1946, where a newcomer innocently adopts and extensively exploits a mark, while 
the owner stands idly by without asserting his rights despite the constructive notice with 
which he is charged by the Act of 1946. An invalid trademark registered by the Patent 
Office through inadvertence should be removed from the register by cancellation under Sec- 
tion 14(c) and the comparable Section 13 of the 1905 Act. Such marks are subject to can- 
cellation at any time when granted contrary to the prohibitory mandate of Section 5(b) of 
the Act of 1905. 1240 


Section 45 


Where application for registration of a certification mark states “that the applicant is not 
engaged in the production of marketing of goods with which the mark is used,” and applicant 
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licenses the use of a food chip formula and the mark used on such goods to licensees in 
prescribed territories who covenant not to make changes in the product or package without 
specific approval in writing by applicant held this would seem to establish use by a related 
company within the meaning of Sections 5 and 45, in which event the mark is a trademark 
and not a certification mark. 76 


REGISTRABILITY 


In General 


Where a name is commonly applied to live animals, there can be no valid claim to the 
use of the name as a trademark for the fur of such animals. 54 


A court in a trademark suit determines the right to use and the Patent Office determines 
the right to register; however, the court may enjoin or refuse to enjoin continued use of a 
mark irrespective of its registration in the Patent Office where the Patent Office may not 
register a mark if its use by an applicant has been enjoined. 69 


Registration confers no substantive rights beyond common law ones, but merely accords 
jurisdictional and procedural advantages to the registrant. 192 


Applicant seeks to register WALKER PROCESS EQUIPMENT, INC. as a trademark for equipment 
for treating sewerage and application was rejected by the Examiner on the ground that it was 
merely the corporate name of the applicant and therefore unregistrable. The record shows 
that progu!P is the principal trademark for this company’s products, whereas the term applicant 
seeks to register is its corporate name used to identify applicant, the producer of the goods, 
but since a corporate name is an identification of origin and not an indication of origin within 
the meaning of the trademark law, the term is unregistrable since the function of the trade- 
mark is to indicate the product and indicate that it comes from a single entity. Trademarks 
identify and distinguish products, while trade or commercial names identify producers and 
therefore the mark sought to be registered is not a trademark under the statutory definition 
and must be refused registration. 320 


Specimen submitted does not indicate whether worsTeRLon for fabrics is used as style 
mark, the name for a fabric or a trademark. Registration cannot issue until Examiner of 
Trademarks is satisfied that applicant is actually using the word as a trademark; WORSTERLON 
is not confusingly similar to worstep-TEx for fabrics and garments made of wool and silk. 327 


Mere shipment of package of foods with typewritten label from applicant’s plant to sales 
office in another state is not “use in trade.” Registrable rights exist only where there has been 
use in trade. Where there has been no trade under mark, there is no trademark, and therefore, 
registration must be denied. 330 


A catalog reference to a mark is not trademark use. 
Use of term as name of an article is not trademark use. 357 


Act of 1946 dropped limitation contained in Act of 1905 to the effect that defendant must 
have used registered mark on merchandise of substantially the same descriptive properties as 
those set forth in registration. 449 


Since applicant owns registration of NUTRI for same class of goods, use of the words 
“Reg. U.S. Pat. Off.” in connection with the mark NUTRI-+ COLA in the absence of bad faith 
or intent to deceive the public, will not bar present application. 465 


Use of term in patent, standing alone, may not necessarily result in conclusion that said 
term is descriptive, but it may be considered in light of all other facts and circumstances 
present in case. 588 


Series of radiating lines, described as very exaggerated and symbolic form of spray, is 
incapable of registration as it constitutes merely an ornamental feature of applicant’s ad- 
vertising of design of spray emanating from its spray deodorant bottle. 613 
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Where plaintiff’s label bore words INTERNATIONAL WEED CHOPPER, there was no fraud in 
submitting label to Patent Office on which word INTERNATIONAL had been cut off in order to 
register WEED CHOPPER. 783 


Article 2 of International Convention for Protection of Industrial Property provides that 
nationals of countries which have ratified Convention may, upon compliance with requirements 
‘of Act of 1946, register their trademarks in the United States in the same manner and with 
same legal effect as United States nationals, even though no domicile or commercial establish- 
ment is maintained in the United States. 

Owner of trademark used in commerce which Congress may regulate may, irrespective 
of citizenship, proceed in same manner or effect as American citizens, subject only to require- 
ment of designation of representative residing in United States. It was intent of Congress 
to enact Act of 1946 so that it was entirely consistent with provisions of International Con- 
vention for Protection of Industrial Property. 

Only effect of Section 44(c) of Act of 1946 is that if an applicant does not allege use 
in commerce, a registration will not be issued by United States Patent Office until mark has 
been registered in country of origin of applicant. 


Only effect of first sentence of Section 44(e) of Act of 1946 is to incorporate on behalf 
of applicant’s relying through their foreign registrations under Article 6 of International 
Convention for Protection of Industrial Property same standards for registrability on Principal 
Register as are established for registration of marks used in commerce, i.e., coined and fabri- 
cated marks, marks comprising arbitrary use of ordinary words, fanciful designs and secondary 
meaning marks; effect of second sentence is to implement Article 4D(3) of Convention. 

Effect of Section 44(f£) of Act of 1946 is to say that even if mark does not conform to 
United States internal law, registration is independent, and duration, validity and transfer 
of registration shall be determined in accordance with internal law. 

Article 6 of International Convention for Protection of Industrial Property, reduced to 
its simplest form, means that when registration of mark has issued in applicant’s home 
country in accordance with law of that country, United States Patent Office will upon receipt 
of necessary papers accept foreign registration at face value and issue United States registra- 
tion, unless mark infringes rights previously acquired by another, or has no distinctive char- 
acter, or is contrary to morality or public order. 846 


One who merely sells a manufacturer’s goods bearing manufacturer’s mark does not 
acquire rights in mark; such a person may not register mark which his supplier has adopted 
and used to identify his goods. 

Neither Article 9 of International Convention of 1883, nor Section 42 of Trademark Act 
of 1946 nor Section 526 of Tariff Act of 1930 was intended to permit person other than owner 
of trademark to register it and deposit it for purpose of preventing importation by others of 
foreign goods bearing manufacturer’s mark; registration was designed to protect a trademark 
owner-registrant from infringement of his mark and from unfair competition; if American 
sales agent has contractual relationship with foreign manufacturer for exclusive distribution 
of latter’s goods in United States, enforcement of contract lies elsewhere than in Trademark 
Act and Tariff Act. 855 


Where illustration in brochure of photrometer was accompanied by phrase “By Leitz,” 
such use of LEITZ is as a trade name rather than as a trademark. 858 


Patent Office does not grant exclusive use, but merely recognizes within boundaries de- 
lineated by statute rights which have been acquired as a result of use. 1123 


Registrant urges that baker’s figures shown by applicant’s exhibits are not the same as 


shown in application for registration; while positions of figures in exhibits differ they all 
represent the same character, and variations are not considered any more significant than 


variations in style of type would ordinarily be in case of word mark. 1252 
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Purchasing public does not analyze trademarks by breaking them into component syllables 
and deciding which syllables are descriptive and which are dominant; question is whether 
purchasing public, upon seeing involved marks or products, is likely to assume because of 
sound or appearance or meaning of marks, that products have common origin. 1395 


Applicant seeks to register KoCAL for a preparation used in laundering clothes as a 
whitening agent. Registration is opposed by owner-registrant of ROCCAL for an antiseptic and 
disinfectant preparation. Examiner dismissed the opposition but refused registration ex 
parte on ground that applicant’s use of KOCAL to identify an added ingredient of PINE-SOL 
deodorizing detergent was not a trademark use. The marks roccAL and KOCAL sound too 
much alike if used in the same manner on related products but such is not the case since 
applicant’s product is not sold except as an ingredient of a finished product sold as PINE-SOL 
and hence confusion is not deemed likely. The question is whether components or parts of 
a product may be trademarked. If the mark is used to identify a component, an ingredient 
or a part—and distinguishes such component from those of others, and it is used on or in 
connection with the goods, or on displays associated with the goods and the goods are sold 
in commerce, it is registrable. Since the record shows that applicant’s mark was adopted and 
is used to identify and distinguish a whitening agent used as an ingredient in a detergent. If 
the application is amended so to identify the goods registration will issue. Decision of 
Examiner is affirmed as to opposition and reversed as to the ex parte refusal to register. 1512 


Descriptive Terms 


The names SILVERBLU, SILVERBLUE, SILVER BLU, SILVER BLUE, ROYAL PASTEL, as applied to 
mink and mink fur are accepted by the public as being generic or descriptive. 54 


MALTED for waffle and pancake flour to which malt is added is highly descriptive and it 
is extremely doubtful that secondary meaning could be shown and registration is refused. 100 


MOSCOW MULE is the common name of a mixed drink, in common usage in establishments 
where alcoholic beverages are dispensed and is, therefore, not registrable. 105 


LIQUID MATERIALS HANDLING for power and hand operated rotary pumps has descriptive 
significance but may be registered on Supplemental Register since it is capable of distinguishing 
applicant’s goods. 113 


STERLING for beer and ale has a descriptive connotation but is not merely descriptive; it is 
merely descriptive only when used to identify objects made of sterling silver. 120 


As applied to type composition services, ART-TYPE is descriptive and generic. 

As applied to transparent acetate sheet containing samples of letters, numbers and symbols, 
ARTYPE is descriptive and generic. 

Descriptive and generic terms cannot be encircled and excised from the market place for 
monopoly of one party. 191 


Applicant seeks to register sTA-LocK for asphalt shingles used as a subsidiary mark to 
the primary mark cELOTEX. The mark was refused registration on the ground that it was 
descriptive in that there is a generally recognized class of shingles called “lock-type” or 
“interlocking” used to describe shingles which withstand wind and driving rains. While 
STA-LOCK has a highly suggestive connotation when applied to asphalt shingles, it is not 
“merely descriptive” within the meaning of Section 2(e), since the record does not indicate 
use by others to describe asphalt shingles. While a registration of stA-Lock would be prima 
facie evidence of registrant’s exclusive right to use the combination of words as a trademark, 
it would not represent any right to exclusive use of either of the words singly or in their 
primary sense. 201 


Applicant seeks to register a composite mark comprising a pictorial representation of an 
eye from which outwardly projecting lines radiate through a lens to and through the letters 








30 FORTY-FIVE TRADEMARK REPORTER 





CV, below which appear the words CONTINUVIS LENSES. Registration is opposed by a com- 
petitor who asserts that the term “continuous vision” and the abbreviation CV are common 
in the trade to describe multi-focal lenses, but the application will be allowed since it does 
not appear from the record that CV is a generally recognized term for multi-focal lenses. 203 


TRIPLE RICH as mark for bread, rolls and doughnuts is used merely as informative matter 
and performs no trademark function; if it were used as trademark evidence of distinctiveness 
would be required, but since such evidence was not submitted, registration is refused. 312 


PRE-TEEN for dresses and blouses for girls and children as a secondary meaning mark 
cannot be registered as it is clearly descriptive of sizes and styles for pre-teen children. 
Although trademark law permits registration of a descriptive word or term if substantially 
and exclusively used over a period of time to identify the products of one producer; but 
neither use nor registration of such a mark is contemplated by the law to give such producers 
absolute rights in word or term as to preempt it from the language to the exclusion of others 
for all purposes who may wish to use it in its descriptive sense. All have equal right to 
designate age groups, apparel size ranges and style designations as “pre-teen.” Applicant has 


failed to establish secondary meaning. 313 
DRY GINGERALE is the name of applicant’s product and not part of the trademark and 
should not have been included in the drawing. 324 


HERB STOMACH REMEDY for a preparation for stomach ailments cannot be registered on 
Supplemental Register, it is a common name of applicant’s product and not a trademark for it. 
Trademark rights in such a term could only be recognized after many years of exclusive use, 
accompanied by vast advertising and sales, together with overwhelming evidence of consumer 
recognition and acceptance. Trademark Act makes no provision for registration of words 
and names which are the common descriptive name of a product. 339 


MOVING AIR IS OUR BUSINESS is sought to be registered on Principal Register for electric 
fans. Statute does not prohibit registration of slogan trademarks on Principal Register and 
therefore only question to be determined is if slogan has acquired secondary meaning. 

Mere affidavit of applicant that slogan has enjoyed substantially exclusive use for five 
years is self serving document and insufficient to establish secondary meaning. Proof should 
show how and where mark used, method and amount of advertising and what mark means 
to the purchasers. 

Where applicant, with approval of Patent Office, submitted additional proof showing 
use of slogan on fan name plates, expenditure of $20,000 for brochures and catalogues dis- 
tributed to dealers in 28 states and affidavits from dealers in five states in which they associate 
the slogan exclusively with applicant’s products it is held that the slogan distinguishes ap- 
plicant’s goods and has acquired secondary meaning qualifying it for registration on the 
Principal Register. 478 


As additional findings of fact and conclusions of law Court finds that mark RoYAL 
KOH-I-NuR for fur is not descriptive of mink fur and is a valid trademark which has been 
infringed by plaintiffs and for which defendant is entitled to an injunction; BLUFROST is 
descriptive of mink fur and is not the property of Mutation Mink Breeders Association and 
therefore registrations of BLUFROST should be cancelled. 526 


CRIPPLED SHAD is descriptive of artificial fish lures. 584 


Positioning of term LEAK PROOF on battery cells in manner comparable to positioning of 
terms which can serve no trademark function is not of controlling significance, but likely 
or actual effect upon purchasers of such positioning is factor not to be overlooked. 589 


COOK-N-LOOK for transparent glass covers for cooking utensils is a compound word mark 
highly suggestive of the use which the cover serves but not merely descriptive, therefore 
the Examiner’s decision is reversed and the mark may be published. 605 


Although “line material” is used by electric power distribution industry for poles, pole 
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line hardware, cross arms, etc. there is nothing found in publications showing that genus 
“line material” includes goods for which registration is sought, (capacitors, transformers, 
oil circuit breakers, airport lighting equipment). Statements by purchasers on applicant’s 
request indicate that LINE MATERIAL indicates goods manufactured by applicant. As applicant's 
goods will not interfere with use by others in the trade of the term “line material” in its 
primary sense, application should be published for opposition. 


Letters written to trade asking meaning of LINE MATERIAL as submitted with affidavit 
of counsel are properly in evidence and entitled to considerable weight in question of 
descriptiveness. 606 


CANDLE VASE is not descriptive of plastic flower holder adapted to fit around base of 
candle in candle holder. 608 


COMMUNICAT’R is descriptive of electric dictating machines. 614 


WEED CHOPPER is suggestive, but not descriptive of fence controllers of an electric fence. 


783 


SHIR-BACK for window curtains and sHUR-TAPE for same goods are not confusingly 
similar. Although both marks have descriptive significance with respect to the special con- 
struction of the goods for which they are used, likelihood of confusion of the marks used 
in their entireties will be avoided, particularly since opposer normally uses its trademark 
CAMEO in its combination with sHIR-BACK. Opposition is dismissed. 841 


Defendant appeals from an order granting a temporary injunction in an action in which 
the plaintiff seeks to enjoin the use by the defendant of the term HANDI-HORSE a term which 
plaintiff has used in connection with its adjustable steel sawhorses since 1949. 


Plaintiff learned of defendant’s use of the term in January 1954 and promptly objected 
and defendant agreed to discontinue the use of said term but has not done so. 


Since the term HANDI-HORSE is descriptive of the goods it is not eligible for protection 
as a trademark and the rule is not changed by misspelling of the word HANDY. However, 
the mark may be entitled to protection where it has acquired a secondary significance denoting 
that goods bearing the mark come from one source and in such cases fraud or unfair com- 
petition must be proved and the relief limited not to an injunction against the use of the 
trademark but the unfair method of its use and since the temporary injunction grants a flat 
injunction against the name HANDI-HORSE on any product this injunction goes far beyond 
restraining only unfair methods and the trial court will be reversed. 954 


When used on paint neither DUTCH nor DUTCH Boy is used otherwise than in fictitious, 
arbitrary and fanciful manner; both marks are capable of use in geographic or descriptive 
sense but not under circumstances. 963 


CHRISTMAS CLUB not descriptive of magazines of general interest containing occasional 

advertisement of its Christmas savings plan. 
Evidence fails to show likelihood of damage to petitioner and therefore petition is refused. 
1121 


RETRACTABLE ANVIL used as a trademark for stapling machines is descriptive since the 
evidence does not support a claim of secondary meaning or distinctiveness under applicant’s 
2(f) application. The evidence shows that “anvil” is a common term used in numerous patent 
applications and therefore the decision denying registration must be affirmed. 1354 


Generic Terms 


The names SILVERBLU, SILVERBLUE, SILVER BLU, SILVER BLUE, ROYAL PASTEL, as applied to 
mink and mink fur are accepted by the public as being generic or descriptive. 54 


As applied to type composition services, ART-TYPE is descriptive and generic. 
As applied to transparent acetate sheet containing samples of letters, numbers and symbols, 
ARTYPE is descriptive and generic. 192 
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Both parties and others in industry use adrenocorticotropin, corticotropin and adrenotropen, 
judicial notice being taken effect that they are required by Federal Food, Drug and Cosmetic 
Act to use one of these recognized generic designations for adrenocorticotropic hormone; 
this being true, it is not seen how registration of CORTROPHIN by applicant can interfere with 
opposer and other members of pharmaceutical industry in exercise of their right to describe 
goods by means of common generic term of goods. 1250 


Geographic Terms 


TENNESSEE for use on ham and bacon on Supplemental Register is sought to be cancelled 
by petitioner having used composite mark comprising an outline, map of the State of Tennessee 
on hams and bacon and other meat products with word KNOXVILLE and TENNESSEE. 

Since it is well recognized that the use of a word and of a picture having the same 
meaning as the word are equivalent for trademark purposes, it is held that petition for 
cancellation should be sustained. 90 


When used on paint neither pUTCH nor DUTCH Boy is used otherwise than in fictitious, 
arbitrary and fanciful manner; both marks are capable of use in geographic or descriptive 
sense but not under circumstances. 963 


Surnames 


If a mark js primarily merely a surname in one circumstance it is so in all circumstances, 
and fact that mark does not appear on application as the name of any person connected with 
applicant is not material. Terms “primary” and “secondary” have well understood meanings 
in trademark law; in construing “primary” in Section 2(e) of 1946 Act one should draw 
on that meaning. Trademark is such only if used in trade, and when used in trade it must 
have some impact upon purchasing public which should be evaluated in determining whether 
or not primary significance of word when applied to a product is a surname significance; 
if it is and it is only that, then it is primarily merely a surname. 

Test of whether trademark is primarily merely a surname is its primary significance to 
the purchasing public. 

Average member of purchasing public would not believe RIVERA, used on watches, to be 
a surname. 

Trademarks today seldom indicate personal origin. Courts have recognized this fact and 
have frequently circumscribed right of a person to use his own name in his own business 
when natural result of such use is likely to lead to confusion. Congress also recognized it 
in enacting 1946 Act (Sec. 33(a)) by limiting defense of use of one’s own name in his own 
business to use otherwise than as a trademark. 1123 


Application to register PAUL PERREGAUX for watches and clocks of all types was refused 
by Examiner of Trademarks on ground of likelihood of confusion with GIRARD-PERREGAUX 
registered for watches and watch movements. Considering circumstances surrounding pur- 
chase of watches and impressions created by marks, one being more likely to be considered 
combination of surnames and the other the name of an individual, no likelihood of confusion 
is found. 1361 


Secondary Meaning Marks 


THE HOUSE OF CASHMERE has been used by applicant as a trademark in the clothing field 
and is entitled to registration on the Supplemental Register. 98 


Application to register MURRAY as a secondary meaning mark for kitchen ranges refused 
by Examiner on the ground of likelihood of confusion with registration issued for same mark 
for ventilating fans and floor furnaces. The record showing that in support of its claim 
of distinctiveness, applicant has submitted copies of numerous advertisements appearing in 
various trade journals and also specimens of advertising which appeared during the pendency 


of the application in consumer magazines of national circulation, therefore, in view of the 
differences in applicant’s and registrant’s goods and of the large investment which applicant 


has made in its mark, the mark should be published for opposition purposes. 225 
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PRE-TEENS for dresses and blouses for girls and children as a secondary meaning mark 
cannot be registered as it is clearly descriptive of sizes for pre-teen children. Although 
trademark law permits registration of a descriptive word or term if substantially and ex- 
clusively used over a period of time to identify the products of one producer; but neither 
use nor registration of such a mark is contemplated by the law to give such producers 
absolute rights in word or term as to preempt it from the language to the exclusion of others 
for all purposes who may wish to use it in its descriptive sense. All have equal right to 
designate age groups, apparel size ranges and style designations as “pre-teens.” Applicant 
has failed to established secondary meaning. 313 


In order to register descriptive or geographic mark which has acquired secondary mean- 
ing, applicant must show more than subordinate meaning which applies to it, and must show 
that primary significance of term in minds of the consuming public is not product but producer. 

584 


Mere enactment of 1946 Act, including provisions for registration of secondary meaning 
marks, did not create substantive rights where none existed; nor did it make trademark of 
term which had not been used as trademark but had been used merely to inform purchasing 
public of certain desirable qualities of product. 

Use of term LEAK PROOF on battery cells has been merely to inform potential purchasers 
that cells will not leak; such use over period of time militates against acquisition of secondary 
meaning of term. 589 


Words or terms which are merely descriptive of goods are not registrable in absence of 
distinctiveness or secondary meaning. 


Applicant seeks to register PURWITE as a secondary meaning mark for petroleum jelly, 
and white mineral oils alleging use since 1926 and is opposed by the owner-registrant of PURE 
and numerous variants and suffix combinations for petroleum products including motor oils 
and medicinal oils. Examiner dismissed opposition but refused registration on ground that 
applicant’s record showed no use of mark on white mineral oils. 


Proof shows use of mark by applicant as grade mark rather than trademark and while 
a grade mark may qualify as a trademark if record shows indisputable proof of intention 
of acquiring trademark rights and advertising of the term as such there is no such evidence 
here. 1493 






Certification Marks 


Where application for registration of a certification mark states “that the applicant is 
not engaged in the production of marketing of goods with which the mark is used,” and 
applicant licenses the use of a food chip formula and the mark used on such goods to licensees 
in prescribed territories who covenant not to make changes in the product or package with- 
out specific approval in writing by applicant held this would seem to establish use by a 
related company within the meaning of Section 5 and 45, in which event the mark is a 
trademark and not a certification mark. 76 






Concurrent Marks 


The word “court” in the proviso of subsection 2(d) refers to a court of competent juris- 
diction and includes the competency of a State Court in an action involving a mark registered 
in the Patent Office. 

Application for concurrent registration of composite mark featuring the word cRowN 
above which appears the slogan Tops THEM ALL for soft drinks with registered mark ROYAL 
CROWN and registered slogan Tops ’eEm ALL for soft drinks denied where previous application 
for same mark was successfully opposed by registrant of ROYAL crowN in 1940 and no evi- 
dence was submitted to show that a court’s determination of applicant’s use of its mark in 
commerce was made in a subsequent action brought by applicant for a declaratory judgment 
against the registrant of ROYAL CROwN in the New York Supreme Court. 
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Composite mark crown above which appears the slogan Tops THEM ALL, for soft drinks 
held confusingly similar to registered mark ROYAL CROWN for soft drinks and slogan Tops ’EM 
ALL for soft drinks. 69 


Registration of mark KIsMeET for ladies’ hosiery issued a few weeks previous to the filing 
of an application by Terkelson of KISMET for use on hosiery for ladies, men and children 
claiming use since 1922 in nine midwestern states. Terkelson requested that registrant’s mark 
be withdrawn. Since request came too late application was amended to seek concurrent regis- 
tration for the nine States in which mark was used and restrict use to this territory. 

Issuance of concurrent registration is extraordinary remedy for extraordinary circum- 
stances and is not a method of resolving controversies without regard for right of public to 
get what it expects to get when it asks for trademarked product. 

Fact that prior user has not expanded his market beyond nine States during past 30 
years may create presumption that he will not expand in the future, but should not give 
subsequent user right to register for all other states. Therefore, registrant is asked to file 
verified statement to limit of sales in the future to those states where mark was used prior 
to application. Upon filing of statement order of restriction will be entered. 1386 


Service Marks 


Applicant seeks to register TEXTRALIZED twice, one as a mark identifying service of 
processing fibers to impart an artificial crimp thereto and the other as a mark identifying 
applicant’s material so processed, and is opposed by the registrant of TExTRON for fabrics 
made of synthetic fibers. Since there is nothing in the record that would lead to the con- 
clusion that confusion is likely in connection with TEXTRALIZED used as a service mark, the 
application is allowed, but in connection with TEXTRALIZED as a trademark for the fibers after 
treatment by the process, the application is rejected ex parte since it appears from the record 
that the label as used on the goods shows the word TEXTRALIZED under which appears “For 
extra value in textiles” and at the bottom of which appears “An Alexander Smith Process.” 
This label does not show trademark usage of the mark but merely indicates the service 
identified by TEXTRALIZED has been performed. 218 


OLD ORIGINAL BOOKBINDER’S as a service mark which has acquired secondary meaning for 
restaurant, catering and banquet services does not meet requirements of the statute. Although 
applicant’s clinentele may be traveling in interstate commerce to eat in applicant’s establish- 
ment, the serving of food in a restaurant to such clientele does not constitute the rendering 
of a service in commerce lawfully regulated by Congress. 473 


Applicant seeks ito register AQUATENNIAL as a service mark for services in connection 
with promotion of Minneapolis Aquatennial Festival but since the word AQUATENNIAL is 
used to identify the particular event rather than the advertising services of applicant the term 
is not properly registrable as a service mark. 586 


Slogans 


IT BREATHES AS IT FEEDS does not serve trademark function and is merely one of a 
number of phrases used as informative matter on cartons in which EVENFLO nursing bottles, 
nipples, caps and discs are packed and on which the trademark EVENFLO is prominently 
displayed. 103 


If slogan is used on goods, although associated with another mark and if it is highly 
advertised and has other evidence of public recognition of the slogan, if it has some degree 
of ingenuity in its phraseology in connection with the goods; if slogan says something a 
little different, an expected thing in an unexpected way, it is capable of distinguishing ap- 
plicant’s goods within meaning of Section 23 of the statute and can be registered on Supple- 
mental Register and therefor registration will be permitted of the slogan FROM FIBER TO FABRICS 
FOR THE STYLE CONSCIOUS MILLIONS for piece goods made of cotton and synthetic yarns. 318 


MOVING AIR IS OUR BUSINESS is sought to be registered on Principal Register for electric 
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fans. Statute does not prohibit registration of slogan trademarks on Principal Register and 
therefore only question to be determined is if slogan has acquired secondary meaning. 

Mere affidavit of applicant that slogan has enjoyed substantially exclusive use for five 
years is self serving document and insufficient to establish secondary meaning. Proof should 
show how and where mark used, method and amount of advertising and what mark means 
to the purchasers. Where applicant, with approval of Patent Office submitted additional proof 
showing use of slogan on fan name plates, expenditure of $20,000 for brochures and catalogues 
distributed to dealers in 28 states and affidavits from dealers in five states in which they 
associate the slogan exclusively with applicant’s products it is held that the slogan distinguishes 
applicant’s goods and has acquired secondary meaning qualifying it for registration on the 
Principal Register. 478 


Color Marks 


While trademarks may consist of colored figures which may be of any color contrasting 
with the background, registration must be refused because no color is identified and applicant 
is not entitled to a registration covering broadly all colors contrasting with background. 

It may be that through long and exclusive use, the design in a specific color may require 
trademark significance and thus be registrable, but registrable rights in a stripe on the outer 
side of an athletic shoe, even if it is in a specific color, may not be acquired in fifteen days. 
110 


Where the words WHITE LINE on the recoil pad as used with white leather layer serve 
no functional value and are not descriptive of the article the symbol and mark constitute a 
valid arbitrary mark, since color can be protected as an element of a mark and while Pach- 
mayr did not use the words WHITE LINE one does not have to copy another’s entire mark in 
order to infringe, if what he does copy is enough to cause confusion. 560 































Applicant sought to register on the Principal Register its label consisting of a horizontal 
band of polka dot design in red background with white dots. Examiner refused registration 
on ground that the polka dot design was merely ornamentation. Issue is whether polka dot 
banding is a trademark within the meaning of the statute. If any word, name, symbol or 
device or combination thereof identifies the goods and distinguishes them from those manu- 
factured or sold by others it is fulfilling the function of a trademark and is entitled to registra- 
tion. The polka dot banding constitutes an artistic and unique design constituting a trademark 
device within the meaning of Section 45 if it is used primarily to perform the office of a 
trademark. Since the design is to attract attention at a distance to encourage impulse buying 
and enables the purchaser to pick it out and distinguish it from the goods of others and is 
distinctive it is a trademark “device” entitled to registration and therefore the decision of the 
Commissioner of Patents is reversed. 1356 


Likelihood of Confusion 

















(For easier reference this section is arranged alphabetically by trademarks). 


Trademarks AMERICAN PRIZE displayed with stripes and stars for fresh and frozen fruits 
and vegetables and AMERICA’s PRIDE for fresh carrots, lettuce and tomatoes, do not look alike, 
appear in different settings and type faces and have distinctly different connotations, but 
similarity in sound is such that under ordinary conditions of trade, purchasers are likely to 
be confused. 610 


Opposer—appellant is owner of mark ArRiIsTocrATic for olive oil since 1916 and opposes 
application of cosMocrATic used since 1950 for like goods. 

Although each mark contains same suffix, prefix sought in combination must be sufficiently 
distinctive to prevent likelihood of confusion. However some similarity is bound to exist 
between marks employing same suffixes. 

Taking into consideration that both marks are used on like goods and they are inexpensive 
food items, the buyers of ordinary intelligence exercising ordinary care should have no difficulty 
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in distinguishing between marks since ARISTOCRATIC has well khown connotation where as 
COSMOCRATIC has no such well known connotation and confusion is therefore unlikely. 1232 


Side by side comparison not true test since public rarely has opportunity to so compare. 
Tiny projections on applicant’s “B” for pneumatic tires, inner tubes and tire insertion pieces 
not sufficient to distinguish and might well be opening wedge to suggest to unwary a connec- 
tion with opposer. Applicant’s argument that it has common right to appropriate dominant 
features of mark because it is a “weak” mark invalid. 1111 


Application to register B & B for ball point pens, pencils, letter openers, blotters, etc. is 
opposed by BB Pen Co., Inc. alleging use of BB for ball point pens. Record shows that 
applicant’s use of B & B is not trademark use, as it is merely abbreviation of trade name 
which is used always inconspicuously in conjunction with its registered trademarks for ball 
point pens, and that there is no recognition of its significance as a trademark. Since both 
marks are identical and since opposer’s prior use is established, applicant is not entitled to 
registration. Use of a recognizable trademark upon an article may very well emphasize the 
absence of trademark significance of other notations used on same article when latter is 
doubtful. 842 


Application seeks to register BAR-MATIC for bar screw machines and single and multiple 
spindle machines and is opposed by registrant of BARMATIC used as a trademark for drag 
links and tie rod ends for automobiles. It appearing from the record that opposer had used 
the name BARMATIC PRODUCTS COMPANY since 1936 and has manufactured screw machine pro- 
ducts and replacement parts for automobile equipment, that its letterheads have always featured 
its corporate name together with its invoices, and that opposer has made purchases of auto- 
matic screw machines and other purchases from applicant since 1936. In view of applicant’s 
knowledge of opposer’s name and business, and the fact that while the products are specifically 


different, they would be deemed by most purchasers to be similar, registration is refused. 
220 


BEXII for preparation for intramuscular use in connection with the treatment of anemia 
dispensed only on the prescription of a physician is not confusingly similar to BEXEL for 
vitamin B-complex preparation sold as an over-the-counter products since physicians and 
pharmacists would discriminate and ultimate purchasers are not likely to be confused in view 
of its purchase by prescriptions only. 101 


Plaintiff sues for trademark infringement and unfair competition in use by defendant of 
mark BONAMINE for motion sickness remedy in view of plaintiff's prior use of DRAMAMINE for 
identical product. Defendant moves for summary judgment which is granted since little 
likelihood of confusion seems apparent, when products are compared as to appearance, pack- 
aging, price and tradenames. 540 


THE BRAND WITH THE LAMB for women’s and girls’ wearing apparel with illustrations of 
two frolicking lambs is likely to be confused with BOTANY BRAND for similar goods with 
illustration of frolicking lamb used in advertising thereof. 598 


Owner of mark BRECK and BRECK’s for hair and scalp preparations opposes application 
for registration of Brisk for similar goods. Although, there is no similarity in the meaning 
of the two marks, overall appearance and sound are likely to create doubt in mind of average 
purchaser. 

Where applicant seeks to extend its mark to cover same type of goods protected by an 
established mark, it should not create doubt in mind of average purchaser as to origin of 
goods, and any doubt should be resolved in favor of established mark, and decision appealed 
from is reversed. 1337 


BUB-L-AIR for aerators for water faucets is not likely to be confused with BUBBLE 
STREAM for shower heads and faucet aerators. BUB-L-AIR is not descriptive of aerators for 
water faucets. 1384 


CAMOLOSE for methyl] cellulose granules for treatment of constipation is likely to be con- 
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fused with CARMETHOSE for preparation for relief of disorders of gastrointestinal tract; 
factors considered included both products being ethers of cellulose and medicinal products 
used for treatment of gastrointestinal tracts, and marks both being three syllable words which 
begin with same letters, end with distinctive syllable, and have same intermediate consonant. 


839 


CARBA-SELTZER for effervescent tablets for control of peptic ulcers is likely to be confused 
with ALKA-SELTZER for anti-acid effervescent preparations. 


Purchasers familiar with opposer’s ALKA-SELTZER are likely to assume that CARBA-SELTZER 
is another product of opposer. 1380 


Composite mark of Chinese scene featuring four small Chinese lanterns on which the 
names CHIN AND LEE appear, a pagoda and a jinricksha in which passenger is pulled by coolie, 
for canned chop suey—is not likely to be confused with TEA GARDEN displayed on variously 
formed outlines of Chinese lanterns, for table syrup, preserves, jellies, pickled fruits, etc. 475 


CHUCKLES. Under Trademark Act of 1946 ultimate test is likelihood of confusion, mistake 
or deception of purchaser. Although requirement that goods be of same descriptive properties 
has been omitted, similarity or dissimilarity of descriptive properties should be considered in 
every case. 


Notwithstanding the fact that dolls and candy are sometimes sold through same outlets, 
there would be no likelihood of confusion as to source of goods because of great dissimilarity. 
In determining whether mark is famous, long use, sales volume, advertising, etc. are being 
considered and petitioner has not proved that the mark CHUCKLEs has attained such celebrity 
as to preclude its use on entirely dissimilar goods. 1227 


CLIME-MATIC used on air conditioning units is not likely to be confused with CLIMA-TROL 
for coal, oil and gas fired air furnaces, including air conditioning apparatus. Even if viewed 
in their entireties, dissimilarites outweigh similarities, and thus cause the terms to be more 
different than alike. This is particularly true since the goods are expensive and are purchased 
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, ; by discriminating buyers. 1223 
r i 
1 i COLORTINT for a hair tinting composition is not likely to be confused with COLORATONE 
; ie for gray hair color restorer. 1382 
l COOL-A-MATIC for air conditioners is not likely to be confused with om-o-MArTic for heating 
f equipment for AIR-O-MATIC for air conditioners. 237 
r CORALUX used for expanded perlite in loose granular form adaptable for thermal insula- 
e tion, foundry sand, filter aids and for use as a mineral aggregate held not likely to be confused 
= with CoRALOX, used for spark plug insulators. 74 
Application to register cozEEz for house slippers for men, women and children is permitted 
f where opposed by KUMTOME kozIEs for infants’ booties, since the marks neither sound nor 
h 4 look alike and in view of the specific differences in the goods. 212 
8 : 
CHEF’S DELIGHT, and COCKTAIL DELIGHT for cheese and cheese spreads are sufficiently 
. fe different in sound, appearance and connotation as to obviate likelihood of confusion. 121 
ig ¢ 
re é Application to register coRDALON for woven pile rugs and carpets is opposed by applicant 
= of pending registration of CANDALON for like goods. Opposer owns registration of CANDALON 
n : for. upholstery and piece goods. 
of Since applicant uses CORDALON together with house mark BIGELOW on carpets for household 
-d use and opposer uses CANDALON for upholstery fabrics and air craft carpeting where sales 
37 are made directly to the industry, no confusion seems to be likely and decision of Examiner 
LE of Interferences is reversed. 1529 
“7 While products of both parties are cheese, CRACKER BOX reaches consumer in trademarked 


package and CRACKER BARREL reaches consumer unmarked; first is likely to be known and 
ordered by brand name and second is likely to be unknown as to name and ordered by type; 
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under circumstances, consumer confusion is not likely to result from concurrent use of marks. 
1520 











Registration issued on Supplemental Register is evidence of registration only and in 
absence of facts concerning extent of use, distribution, etc., a comparison of the marks only— 
CROSSTON and LA cross—for nail files, scissors, tweezers and other manicure items is all that 
can be made. There is no likelihood of confusion since the marks are printed in different 
styles and do not look or sound alike and therefore there is nothing from which damage 
can be presumed and the petition to cancel is refused. 319 

Design enclosing a “D” in a rectangle punctuated at its four corners by flashes of lightning 
is likely to be confused with design which encases “D” in an unbroken square, both trademarks 
being used for electrical products. 1102 


DAINTEE for anti-perspirant and deodorant is not likely to be confused with LA DAINTY 


for pomade, bleaching cream, face powder, rouge, lip rouge, talcum powder and cold cream. 
612 














DARI-DELITE for frozen milk mixtures is not likely to be confused with DARIGOLD as used 
on line of dairy products and animal and poultry feeds. 222 


DARISWEET for cattle feed is not likely to be confused with DARIGOLD for line of milk, milk 
products, animal and dairy feed mashes. 481 


DEAR-TO-ME for perfume and cologne is likely to be confused with ENDEARING for perfume, }4 
cologne and other toilet articles. Court holds that marks substantially identical in meaning 
alone, but attached to identical goods may result in likelihood of confusion despite fact that 


they are wholly unlike both in sound and appearance and must be considered in their entireties. 
1339 


pesco for dry skim milk generally used in homes and by institutions for baking and 
cooking and sold through grocery stores is not likely to be confused with pryco for vitamin- 


fortified powdered skim milk used for premature infants’ food which is sold in drugstores. 
311 


Petitioner seeks registration of DIAL-O-MATIC for sewing machines and is opposed by 
owner-registrant of STYLE-O-MATIC for sewing machine parts. While the marks do not look 
alike or have similar connotations they sound so much alike as to be almost indistinguishable 
and therefore registration is refused. 1507 
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DORIAN-SPUN for men’s suits, coats, trousers, overcoats and top coats is not likely to be con- 
fused with por1AN for ladies’ nightgowns, negligees, slips, pajamas, panties and lounging robes. 
Even if applicant’s apparel and opposer’s goods were sold in the same stores, they would be 
sold in different departments and normally to different customers. The significantly different 
connotations of the marks leads to conclusion that confusion, mistake or deception are unlikely 
to result. 122 


DRIPCUT CREAMETTE for cream and syrup pitcher is likely to be confused with CREAMETTE 
for line of grocery items, cigarettes and various household items distributed as “premiums.” 
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115 
DUTCH, DUTCH PAINT COMPANY, and DUTCH PAINT, are likely to be confused with puTCH Boy, 3 
marks all being used in connection with paint. 963 5 
DUTCH PRIDE for cigars is likely to be confused with buTCH MAsTERs for cigars. 1375 : 





FLOWING VELVET for cosmetics and beauty preparations is not likely to be confused with 
VELVET, VELVET SUDS and VELVET SKIN for soap, lotion cream, soap and toilet powder, as the 
word VELVET is suggestive when used in connection with these goods and the connotation of 
the marks as applied to the goods is substantially different. 330 






Applicant's FrorTILAc for food products in powdered form containing milk serums and 
vegetable extracts used in commercial baking, is not likely to be confused with FORMULAC 
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registered for special dietary infant food derived from milk with mineral and vitamin 
supplements, since they did not move in the same channels of trade to the same class of 
purchasers. 

FORTILAC is not confusingly similar with BIOLAC. 

The previous decision adhered to, holding that FrorTILAC is unduly similar to PROTOLAC, 
and the opposition is sustained. 366 


Applicant seeks to register the mark ForTIMycIN for a buffered penicillin preparation for 
aqueous injection and is opposed by the registrant of FORTABS, FORTIPENS and FORTICILS, all 
in connection with penicillin tablets. It appears from the record that products of both parties 
are fortified and therefore “forti” is highly suggestive and not an arbitrary term. The pro- 
ducts are prescription items and therefore the likelihood of confusion need only be considered 
in the light of the purchasers, i. e. physicians, nurses and pharmacists who do not fall into 
the category of the average unwary purchaser. Confusion is deemed unlikely, particularly, 
since both parties use their house-marks as the predominant mark in connection with the 
marks in question. 209 


Application is made to register FORTOGENOL for a multi-vitamin and mineral product and 
is opposed by one who claims ownership of FORTOGEN, as a result of prior use, for internal 
and external antiseptic for veterinary use. Application is granted in view of the numerous 
prior decisions holding that identical or substantially identical marks may be registered for 
foods and medicines for animals and foods and medicines for humans without any likelihood 
of confusion resulting therefrom and also in view of the fact that the products appear to be 
sold through different channels. 223 


GALVARCO for galvanized iron primer is sought as trademark and registration is opposed 
by owner of GALVANUM for paint for galvanized iron. 

ARCO is distinctive portion of applicant’s corporate name and its basic trademark for its 
products, to which prefix GALV was added for mark sought to be registered. Considering this 
fact in conjunction with highly suggestive nature of common syllable, confusion is unlikely 
and opposition, therefore, dismissed. 1401 


Applicant seeks to register GLoMITE for car cleaner and polisher and is opposed by owner- 
registrant of OAKITE for cleaners and detergents for household and industrial use. OAKITE, a 
well known mark with wide sales is used on many products including cleaning compounds 
adopted for use on cars. Opposer’s products used in water while applicant’s are not com- 
patible with water. Since products are not the same and the words do not look alike nor 
sound alike there is little likelihood of confusion and therefore the decision of the Examiner 
is affirmed. 1491 


GREEN LEAF for plant and vegetable spray is likely to be confused with BLACK LEAF and 
BLACK LEAF 40 used for insecticides. 1363 


HALF AND HALF. It is common knowledge that milk, cream and half milk-half cream 
products are sold in self-service outlets where customer selects product which gave satisfaction 
in past by its identifying and distinguishing mark; commercial impression is thus created 
visually rather than orally and effect of impression must be measured by nature of mark 
and manner of display; taking into account the circumstances of purchase and prominent 
display of mark consisting of orange and blue disc design with words HALF AND HALF dis- 
claimed, it is considered that purchasers are likely to notice mark and rely upon it as identify- 
ing product of one person and distinguishing it from like products of others. 1522 


Public does not recognize stars in opposer’s marks as anything more than embellishments 


around primary word marks ; no confusion is likely with applicant’s HALO-sTAR and star design. 
1525 


HEALTH REST, for mattresses and box springs, is not likely to be confused with BEAUTYREST, 
for the same goods. 366 


Applicant seeks to register the mark HURRICANE to designate model of its MERCURY 
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outboard motors. Registration is opposed by registrant of HURRICANE, trademark for internal 
combustion engine used in Willys’ automobiles. However, in view of the differences in the 
manner of use, and the difference in products, applicant is entitled to the registration of 
HURRICANE for outboard motors and Willys is entitled to registration of HURRICANE for 
automobile engines, it appearing that there is little likelihood of confusion. 213 


JANISAN for carnauba wax water emulsion material used for protection and preservation 
of floors and surfaces is likely to be confused with JoHNSON’s for wax used for same purpose 
in view of the phonetic similarity of the marks on identical products. 114 


JUNEX is not likely to be confused with myNex where both are used on dietary supple- 
ments. 348 


Applicant seeks registration of KOLORGRAN for roofing and siding and is opposed by owner- 
registrant of COLOR-GRAINED for siding. It appears that applicant owns the registration 
KOLORGRAN without the macron which antedates registration of opposer for like goods and 
the two words are likely to be pronounced the same. The presence of the macron does not 
significantly change the mark and opposer cannot be heard to complain about confusion for 
which he is responsible. Dismissal of opposition confirmed. 1501 


MAGIC CIRCLE for radio controlled door operators is not likely to be confused with 
MAGIC Door for similar goods. The word MAGiIc is not descriptive and the mark is registrable 
without a disclaimer since the mark must be considered in its entirety. 329 


MAPLETON is not likely to be confused with RUM AND MAPLE, both marks being used in 
connection with tobacco products. 1398 


Applicant seeks to register MAYA DE MEXICO for women’s tropical clothing and registration 
has been refused on the ground of likelihood of confusion with MAyA, registered for women’s 
cloth coats, fur coats and coats of combinations of cloth and fur. The Examiner required 
a disclaimer of “the geographically descriptive word ‘Mexico,’” which ruling is of doubtful 
validity as MAYA DE MEXICO appears to be a unitary term when applied to such clothing manu- 
factured in California. Since purchasers would consider the term in its unitary sense and 
without regard to any possible disclaimer or dominant portions or distinguishing features of 
the mark, and in view of the substantial differences in the goods and the differences in the 
marks, it does not appear that confusion, mistake, or deception of purchasers is likely to 


result from applicant’s mark, and it therefore should be published for opposition purposes. 
227 


MIDWEST, for furs, is not likely to be confused with MMBA or EMBA for similar goods. 
54 


Plaintiff seeks to register the mark mMILKy for sharhpoo and is opposed by the owner 
of the mark HAIR MILK for a preparation used as a hair tonic and dandruff remover. The 
opposition was sustained by the Examiner of Interferences and the Examiner in Chief and 
the plaintiff filed its complaint under revised Section 4915. Both parties have used the marks 
involved continuously since 1940 without the evidence showing a single instance of confusion 
and since they differ in appearance, design and sound confusion or mistake by purchasers is 
deemed unlikely and the plaintiff should be permitted to register mmLKy for shampoo. 933 


Applicant appeals from decision of Commissioner of Patents for registration of trade- 
mark on Supplemental Register of MORE POWER TO You and design of mark of two clenched 
fists for “bare and insulated electrical wires and cables.” 

Registration is refused and decision of Commissioner of Patents affirmed because of 
confusingly similar design mark of clenched fist grasping lightning bolts used by registrant 
for electric alarm systems, and addition of phrase in applicant’s mark might serve to suggest 
a common origin rather than indicate different origin. 1220 


MOUNTAIN LAKES with sailboat upon a lake at foot of two mountains for oleomargarine 


is not likely to be confused with MEADOLAKE for oleomargarine, sweet cream and condensed 
milk, 1370 
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NATIONAL DRYER for electric hand dryers is likely to be confused with NATIONAL for hot 
air drying machines for industrial use. 449 


NATIONAL SPEED-O-MATIC or combination egg grader and candler is not likely to be con- 
fused with to EGoMATIC for similar goods. 1395 


NOVANTHRENE is not likely to be confused with ROSANTHRENE, both marks being used 
on dyes; “anthrene” has well understood meaning in dye stuffs trade; products are sold 
only to industrial users and purchasers are likely to be informed and careful; confusion is 
further minimized by fact that applicant, Nova Chemical Corporation, has previously used 
NOVA as a component of trademarks for its dyes. 

Common portion of involved marks cannot be disregarded in determining likelihood of 
confusion, even though merely descriptive of goods, but entire marks must be considered in 
light of proved facts. 1248 


Applicant seeks two registrations for NUTRI+ COLA on the Principal Register as a trademark 
for syrups and carbonated beverages, one under Section 2(f) and the other in connection 
with an ornamental background. Opposition is based on the trademark cocA-coLa for similar 
goods, but since COLA is descriptive of a drink and not subject to exclusive appropriation, the 
marks when viewed in their entireties are not likely to cause confusion. 465 


Applicant sought to register OLD FASHION on Principal Register for pork seasoning but 
it was rejected as descriptive. Applicant then amended to Supplemental Register but mark 
was then rejected on basis of recent registration of OLD FASHIONED for canned goods. Ap- 
plicant then applied for concurrent registration in 15 states and cited registrant but registra- 
tion was refused on ground that concurrent registrations are granted only in connection with 
marks on the Principal Register. But since the seasoning of applicant is used only by meat 
packing houses and loses its identity in the finished product there is little likelihood that 
purchasers will believe that applicant’s OLD FASHION sausage seasoning emanates from the 
producer of OLD FASHIONED canned products which are sold in the usual grocery channels. 
Decision of Examiner refusing registration is reversed. 1490 


PASADENA for women’s shoes of rubber, leather, or fabric is not likely to be confused with 
PASADENA PLAYCLOTHES with illustration of palm tree for women’s wearing apparel; factor 
considered is that purchasers are well aware that producers of shoes do not produce wearing 
apparel and vice versa. 610 


Application to register PAUL PERREGAUX for watches and clocks of all types was refused 
by Examiner of Trademarks on ground of likelihood of confusion with GIRARD-PERREGAUX 
registered for watches and watch movements. Considering circumstances surrounding pur- 
chase of watches and impressions created by marks, one being more likely to be considered 
combination of surnames and the other the name of an individual, no likelihood of confusion 
is found. 1361 


PENTOX, used for ready-mixed wood-preserving paint for inhibiting the action of insects, 
fungi and bacteria held likely to be confused with PpENTOXx, used for herbicides. 79 


Application for PERSPECTIVE with double triangle for living room, dining room, and 
bedroom furniture is opposed by PERSPECTIVES, INC. engaged in making and selling commercial 
designs, particularly for fabrics. While it is true that opposer does not make or sell fabrics 
it is common knowledge that upholstery and drapery fabrics are displayed and exhibited to- 
gether, and the appearance of DESIGNED BY PERSPECTIVES, INC. in selvage of fabrics made 
in accordance with opposer’s design would lead purchasers to believe that there were some 
kind of trade connection between the producers and would be likely to cause confusion, 
mistake or to deceive purchasers. Decision of Examiner of Interferences is affirmed. 601 


PURWITE for petrolatum (petroleum jelly) is likely to cause confusion with puRE and 


variants thereof for similar goods, since opposer has purchased and sold applicant’s product. 
1493 
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Applicant seeks to register ROYAL CANADIAN DRY GINGER ALE and is opposed by registrant 
of CANADA DRY, which mark is used on carbonated water and soft drinks, including ginger 
ale, but registration will be permitted since the term ROYAL CANADIAN is a unitary term and 
is not primarily geographical, and in view of the fact that RoYAL CANADIAN and CANADA DRY 
neither look nor sound alike and have different connotations, the likelihood of confusion is 
remote. 324 


Applicant sought registration of its mark sALAD MASTER for food shredders and slicers 
and was opposed by the manufacturer of kitchen appliances under the name MIXMASTER on 
theory that its MIXMASTER has a food slicer and chopper which attaches to its kitchen ap- 
pliance. However concurrent use of the involved marks is not likely to cause deception or 
confusion since they do not look alike nor sound alike and the items are sold through different 
channels. 1108 


Applicant seeks to register SCOTCHMAN for mechanical spreader used in spreading rock 
salt on calcium chloride on highways. Opposed by registrant of sCOTCHLITE as used on reflec- 
tive material for highways, scorcH for pressure-sensitive adhesive tape and scoTcH Boy for 
like goods. There is no likelihood of confusion between SCOTCHMAN and scoTCH and scoTCH 
BOY. 

While goods represented by scOTCHMAN and SCOTCHLITE marks are sold to same class 
of purchasers they are sufficiently different in use, character, sound and appearance to eliminate 


the likelihood that they will be confused as to source, particularly since they are relatively — 


expensive items and purchasers are discriminating. 580 


SEA PAK for frozen seafood products and shore dinners is not likely to be confused with 
CHICKEN OF THE SEA for canned tuna. 1374 


Applicant seeks to register SERV-A-NAP as a trademark for paper napkin and its registra- 
tion is opposed by the registrant of TIDYNAPS, HAVANAP, SEMINAP and on the additional basis 
of use of TEANAPS, BOSSNAP and ADNAP, all for paper products including paper napkins and 
towels. SERV-A-NAP is clearly distinguishable from TEANAPs and BOSSNAP but is likely to be 
confused with HAVANAP since these two marks have substantially identical connotation and 
are sold through similar channels. 211 


SHETLOOM as used on sport jackets, suits and topcoats for men, women and children is 
not confusingly similar with HOooKLoom for men’s suits. While “Loom” is highly suggestive, 
if not descriptive, when applied to the products here involved the question is rather whether 
the marks as a whole are so alike in sound or in appearance or in connotation that the 
ordinary purchasing public is likely to mistake one mark for the other. 226 


SHIR-BACK for window curtains and SHUR-TAPE for same goods are not confusingly 
similar. Although both marks have descriptive significance with respect to the special con- 
struction of the goods for which they are used, likelihood of confusion of the marks used 
in their entireties will be avoided, particularly since opposer normally uses its trade mark 
CAMEO in its combination with sHIR-BACK. Opposition is dismissed. 841 


Petitioner, user and registrant of sLEEK for depilatories petitions for cancellation of 
Supplemental Register registration of sLEEK for hairnets. Petitioner alleges also ownership 
by assignment of PEDI SLEEK for the removal of superfluous hair, but records show that this 
mark has not been used within the recent past. 

Therefore, only question presented is: would purchasers familiar with petitioner’s hair 
preparations sold under sundry marks not including sLEEK and the house mark ELIZABETH 
ARDEN and with its depilatory sold under mark SLEEK with house mark be likely, upon seeing 
SLEEK hair nets, to assume that products come from single producer? Products sold under 
mark SLEEK possess nothing in common as to physical characteristics, functions and purposes. 
Therefore, Examiner of Interferences decision dismissing petition is affirmed. 1402 


Petitioner seeks registration of sNo*spups for peeled and treated raw potatoes and is 
opposed by owner-registrant of sNow crop for line of frozen foods. While both marks have 
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in common the letters sno their significance is entirely different and there is little likelihood 
of confusion and therefore the decision of the Examiner is reversed. 1505 


Appeal from decision of Commissioner of Patents sustaining opposition to registration 
of mark SpRINGFOAM for sponge rubber matting on the basis of its mark sprRINGSTEP for fibre 
carpet pads. The Examiner dismissed the opposition on the ground that while the goods 
were of the same descriptive properties the word “spring” common to each, had descriptive 
significance as applied to the respective goods. The Commissioner, in reversing ruled that the 
term “spring” was suggestive rather than descriptive of the goods and pointed out that the 
mark SPRINGFOAM might be considered by purchasers to be a new rubber product of the 
manufacturers of SPRINGSTEP. Since any doubt which may exist on the question of likelihood 
of confusion should be resolved against the newcomer the decision will be affirmed. 1351 





Application is made to register STARWAY as a trademark for ladies’ dresses, suits, blouses, 
slacks, etc. and is opposed by the registrant of sTAR-MAIpD for dresses and designs for dresses, 
coats, jackets, skirts and blouses. While applicant’s mark does not look like that of opposer’s, 
nor does it have the same connotation, the marks sound somewhat similar and the doubt will 
be resolved in favor of the first user, and therefore the opposition is affirmed. 215 


SUPERCEL for wallpaper paste is not likely to be confused with PERMACEL for pressure- 
sensitive adhesive tape. 1372 


The word feature of a composite mark, in most cases, is the portion which purchasers 
are most likely to remember. 

Fanciful “Disney-like” bird, used for food chips, held not likely to be confused with 
SWANKY DUCK with illustration of duck, used for potato chips. 76 


TALK-A-PHONE for interoffice and interplant communication systems is not confusingly 
similar to SELECT-O-PHONE for similar communication apparatus. While systems differ radically 
in method of operation they are intended for same general purpose and are therefore com- 
petitive. Although TALK is descriptive and PHONE is generically descriptive there is a clear 
difference in sound, meaning and significance of marks and considered in their entireties are 
not likely to be confused since the respective systems are expensive and are bought by dis- 
criminating purchasers. Examiner-in-Chief’s decision is affirmed. 470 


Applicant seeks to register composite mark comprising TEXAS BRAGS written in script 
formed by a lariat and a blank signpost thrust in a map of Texas for fruit cakes. Registration 
opposed by registrant of BRAGG for numerous food items. While opposer has shown wide 
advertising and public acceptance of the mark BRAGG as used on health and dietary foods the 
marks do not look or sound alike and their connotations are distinctly different and therefore 
applicant's mark will be approved. 351 


TEXCON, used for molded concrete structural members and slabs, held likely to be 
confused with Texcor, used for portland cement. 73 


Applicant seeks to register THERMALAP for building siding and is opposed by owner- 
registrant of THERMOTEX for asphalt insulation, rHERMOTABs for asphalt shingles, THERMOLUME 
for roofing and THERMOWALL for siding. Opposers allege that customers associate THERMO 
and THERMA in opposers’ trademark with opposer as source of origin. However no evidence 
of secondary meaning introduced. 

Products sold by both parties are, in part, identical. Ultimate users are the same. Since 
applicant knew of opposer’s marks at time it adopted THERMALAP it should be refused registra- 
tion in view of undoubted likelihood of confusion. 1498 


TIRE-X for tire cleaner is not likely to be confused with “X” for radiator flush, radiator 
liquid and powder, and car wash. 1367 






TOPFLIGHT for shoe soles and FLITE Top for hosiery are not likely to be believed by 
purchasers to be products in a line of a single distributor. 119 





Applicant seeks to register vit-A-Pep for feeds for poultry and animals and is opposed 
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by registrant of FULL-0-pEP for poultry and animal feeds; registrant took the testimony of 
members of the public and trade with regard to sales of FULL-0O-PEP, its extensive advertising 
and the knowledge of the witnesses as to the name of the manufacturer of FULL-O-PEP pro- 
ducts. These witnesses then were asked if they saw viT-A-PEp on feeds who they would think 
was the manufacturer. Such testimony is faulty in that the preliminary questioning conditioned 
the minds of the witnesses for reaching the conclusion in the final question; questions put 
to the dealers as to what they would expect their customers to think is opinion evidence and 
entitled to little weight. Since the marks neither look nor sound alike, have different connota- 
tions and create entirely different commercial impressions, applicant will be permitted to 
register its mark VIT-A-PEP. 332 


Related Company Use 


Specimens show that mark is used by related user based on license agreement, but since 
application had to be amended during prosecution as to relationship between applicant and 
licensee, registration of mark is refused unless applicant submits evidence satisfactory to 
Examiner of Trademarks showing that such use inures to benefit of applicant. 337 


Trade and Commercial Names 


Applicant contends that its corporate name PINKING SHEARS CORPORATION functions as 
trademark. In some rare instances a corporate or trade name may function as trademark, it 
must have at least some distinctive characteristics. PINKING SHEARS CORPORATION is not 
distinctive and cannot be subject to exclusive appropriation. Trademark Act of 1946 does 
not provide for registration of trade names and, therefore, registration is refused. 482 


Words and Symbols 


Applicant’s specimens submitted for registration show drawing and words CHIN AND LEE, 
but application is made for picture mark only. Mere background display of mark is not 
registrable separate from the dominating word unit in the absence of evidence that it performs 
trademark function. Registration should issue if applicant amends application to include 
dominant word mark. 475 


Goods of entirely different character may originate from same source and bear identical 
trademarks, if competing marks resemble one another in sound, meaning or appearance protection 
should be afforded, and therefore the decision of the Commissioner of Patents is reversed. 1110 


TITLE 
In General 


Applicant seeks to register KEM-AIR as a trademark for a chemical compound used as a 
deodorant and humidity control in refrigerators and is opposed by a firm claiming ownership 
of KEM-AIR used on filters for humidity control of refrigerators. This proceeding involves a 
number of parties all claiming rights to register the mark KEM-AIR by reason of various manu- 
facturing licenses and/or assignments and in some instances arising out of the purchase of 
the mark at bankruptcy sales. While the evidence does not show any use of the mark KEM-AIR 
by REX-AIR, the inventory of more than $70,000 worth of materials and units in its name creates 
the presumption that some use of the mark was made between 1942-1944 and since Bruce 
executed a bill of sale to Mojave assigning his rights to the mark prior to the assignment of 
the mark to him, both Bruce and his corporation are estopped from claiming any trademark 
rights in KEM-AIR and Mojave is estopped from claiming any rights in the mark by reason 
of its attempted assignment to a non-existent corporation. Claims for registration were made 
by other parties based on mere adoption of the mark, but rights of a trademark grow out 
of its use and not its mere adoption and therefore these applicants have no standing. 340 


Exclusive use of trademark in United States by American company to identify and dis- 
tinguish merchandise of French company which it sold, in accordance with agreements, was 
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not a trademark use by American company and it acquired no trademark rights as a result 
of its sales of the French merchandise under the mark; French company had right to register 
its trademark and has right to maintain it on the register. 360 


Registrant of DARIGOLD for line of milk, milk products, animal and dairy feed and mashes 
opposes registration of DARISWEET for cattle feed composed of grains and minerals. Testimony 
shows that opposer does not itself manufacture or sell dairy feeds and uses DARIGOLD as 
trademark and also as certification mark. Occasional use of mark by licensee on dairy feed 
does not inure to benefit of opposer since no supervisory control is exercised as to the nature 
or quality of the goods. If products marketed by licensees are not same as those of opposer, 
he cannot claim exclusive rights to mark. Applicant is entitled to registration. 481 


Effect of vesting and subsequent assignment by Office of Alien Property of German 
national’s trademarks is governed by statutory and common law of this country which rec- 
ognizes that trademark is inseparable from good will of business which is symbolized by mark. 

Manufacturer’s good will symbolized by its trademark must have a situs and such situs 
must be where its business is carried on; where business of German Leitz has always been 
carried on in Germany, good will in the United States which was symbolized by Le!tz had 
its situs in German town where manufacturer was located; American distributor acquired 
no rights in trademark or in good will symbolized by it merely as a result of importation 
and sale in this country of products of German Leitz. 

Trademark is assignable only with good will or business with which mark is used or 
with that part of good will of business connected with use of and symbolized by mark. 

Since good will symbolized by German mark LeItz did not have its situs in the United 
States, it was neither vested nor assigned by instruments executed by Office of Alien Property. 
857 
Abandonment 


Defendant has over a substantial period of time consented to use of names by legal 
strangers, and has offered to license and licensed anyone to use names upon payment of 
stipulated royalty; such conduct is unlawful and improper, amounts to abandonment of any 
trademark rights, and creates estoppel against assertion of trademark rights. 54 


Fact that applicant made no sales of outboard motors under mark rocket from 1942-1945 
does not constitute abandonment since it is common knowledge that outboard motors were 
not made during war, therefore applicants’ non-use was excusable and prima facie showing 
of registrant is rebutted and its registration should be cancelled. 124 


Non-use of French company’s mark during World War II was excusable and its rights 
therein were not adversely affected since use of mark was resumed following the war. 360 


Non-use of mark during war period may not have constituted abandonment of mark, in 
part because of impossibility of obtaining necessary perfume bottles at the time. 827 


No evidence appears in regard to contention that there was abandonment of trademark, 
for there was no evidence of any intent whatever to abandon. 963 


Failure of opposer to renew two registrations of mark on tires does not constitute aban- 
donment where mark is used on other articles and use of said mark by applicant can not 
forestall the natural expansion of opposer’s business so as to again include tires. Both parties 
engaged in same line of business. 1111 


Assignments 


Trademark may not be legally transferred to another unless accompanied by transfer of 
some business with which mark is shown to have been used. 827 


Where father assigns rights to mark on son he is not entitled to registration and son is 
not entitled to registration where corporation is manufacturing and selling product. Use 
made by corporation inures to its benefit and not to individual. 1363 
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II. REGISTRATION PROCEDURE 
APPLICATION 


Identification of the goods in an application to register a trademark should be brief, 
clear and concise; it should identify the goods by their common, ordinary name so that the 
average person would recognize what they are; and it should not be written in technical, 
high-sounding verbiage. ; 79 


Concentrated solution of ferrous sulphate is properly classified as pharmaceutical prepa- 
ration, whether it is administered in fruit or vegetable juice or otherwise. For registration 
purposes, product is not both pharmaceutical and food; mere fact that it may have nutritional 
value does not make it a food when it is commonly recognized and accepted as a pharmaceutical 
preparation. 

Sole purpose of classification is for internal administration within Patent Office, and 
class to which given product is assigned does not and cannot limit or broaden rights of 
applicant or registrant. 

Classification, to serve its purpose, should be consistent and orderly system which places 
like products in single class as determined from identification of goods in conjunction with 
common accepted meaning of class title. 235 


Identical mark for identical goods should not be registered in two different classes. 236 


If applicant wishes to amend application so as to add disclaimer, it should present specific 
amendment together with the petition to commissioner to admit amendment and authorize 
Examiner to act on application as amended. 587 


Specimens submitted with application showing LINE MATERIAL followed by symbol trade- 
mark and MILwAuKEE, Wis. appeared to be trade name use, although it was not, in fact, 
trade name. At argument on appeal specimens furnished showed LINE MATERIAL used as 
trademark. 605 


Although it is true that mark CANDLE VAsE, challenged by Examiner as descriptive, ap- 
peared in some places on specimen in lower case, some later specimens showed correction; 
and in view of display of mark, as such, elsewhere on cartons, it is not believed that early 


appearances necessarily militate against applicant’s right to register. 608 

Before registration is issued, application should be amended to show correct date of 

first use. 1520 
EXAMINATION 


Fact that Patent Office made errors in the past is no justification for perpetrating or 
repeating them. 


Proposals and rulings under statutes where dietary supplements were considered as foods 
were neither controlling nor persuasive as to classification, where sole question was one of 
internal Patent Office administration. 236 


DISCLAIMERS 


BERNARD ALTMAN, THE HOUSE OF CASHMERE can be registered on Principal Register only 
if portion accepted for registration on Supplemental Register (THE HOUSE OF CASHMERE) is 


disclaimed ; but amendment transferring application to Supplemental Register will be allowed. 
99 


Applicant’s disclaimer of CANADIAN as part of the unitary term ROYAL CANADIAN is not 
necessary and may be stricken by Examiner’s amendment. 324 


There is no estoppel against applicant for secondary meaning mark as a result of its 
disclaimer of term in its registration of composite mark under Act of 1905. 589 


sake paloma 
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Disclaimers are ineffective so far as purchasers are concerned; they neither know nor 
care about disclaimers and look at entire marks. 610 


Ex Parte REJECTION 


Where the application alleges use of the mark on numerous items but it appears from 
the record that the mark has been used only on dresses, the application was based on false 
statements and the registration must be denied by the Patent Office without regard to the 
opposition and is therefore rejected on ex parte grounds. 216 


Where affidavit of use is false in listing goods on which mark was never used applicant 
may not amend and eliminate false goods and application must be refused ex parte. 330 


The evidence shows that the application to register was not only based on false statements 
of use, but showed a total lack of use at the time of the application, and therefore the ap- 
plication must be rejected ex parte. The opposition must be dismissed since opposer has been 
shown to have no status to oppose and fails to show damage. 340 


It appears that no shipments of the goods bearing the mark are being made at present 
to this country because of export difficulties. While this might be a legal excuse for nonuse 
under section 8, section 9 is mandatory in its requirement that the affidavit for renewal state 
that the mark is still in use in commerce and therefore the renewal of this registration must 
be refused. 353 


Proof shows that applicant never used PURWITE on or in connection with white mineral 
oils and therefore registration should be refused on ground of misrepresentation by an untrue 
statement under oath. 1493 


Applicant seeks to register RHAPSOpy for bracelets and watch bands but is refused on 
ground of possible confusion with registration for watches issued to Bulova. Record shows 
clearly that RHAPSODY is one of applicant’s model designations. A model designation may 
function as trademarks if promoted by user to identify his goods and distinguish them from 
others and if so sued they are registrable. Proof shows however that mark used by applicant 
is GEMEX RHAPSODY and not RHAPsOpy alone and therefore registration is refused but leave 
is granted to amend drawing to show the trademark as used. 1519 


INTERFERENCE ted 

Applicant sought to register suNKist for fresh citrus fruits was refused registration 
on basis of 1916 registration of suNKIst for grapes renewed and republished under 12(c) 
of 1946 Act. Applicant prior to expiration of opposition period requested immediate declara- 
tion of interference on ground that registrant was about to acquire incontestability. Examiner 
notified Examiner of Interferences prior to publication in Official Gazette. Applicant had 
actual notice of registration since July 11, 1952 and its remedy was by way of petition to 
cancel. Action of Examiner was improper since an interference should not be declared at 
request of applicant before expiration of opposition period merely because five year cancella- 
tion period will expire before expiration of opposition period. Proceeding in Patent Office 
is instituted only after notice to parties at conclusion of opposition period and not on request 
for interference. 

Finding that registration is subject to cancellation in an interference irrespective of the 
expiration of the period within which a petition may be filed would result in doing indirectly 
that which cannot be done directly. Since neither party challenged right of the other to use 
SUNKIST on respective products and has acquiesced in the maintenance of the other's registra- 
tions during their years of co-existence, is not likely to change the status quo and cause 
confusion, therefore interference is dissolved. 106 


Application to register rocket for outboard motors claiming use since 1941, declared in 
interference with Reg. No. 415,799 rocket for gasoline motors issued August 14, 1945. Mark 





48 FORTY-FIVE TRADEMARK REPORTER 





and registration assigned November 8, 1948 and recorded in Patent Office. Registrant took 
no testimony since recordation of assignment is prima facie evidence of its execution and 
registration is prima facie evidence of ownership of mark by assignee, validity of registration 
and of assignee’s exclusive right to use mark on gasoline motors. Issue is whether applicants’ 
record rebuts prima facie showing. 

Evidence show sales of Mercury rocKET outboard motors in 1941, accompanied by instruc- 


tion book and parts list for ROCKET motor inside carton, which qualifies as trademark use. 
123 


An interference proceeding between three pending applications; for v-c TUFF used in 
connection with a cement cleaning detergent, and the mark TuFFy used as a laundry detergent 
and on pads for cleaning and scraping pots and pans—the S.O.S. Company moved to dissolve 
the interference because of the lack of similarity in the goods and marks, but subsequently 
acquired from Thomson Chemical Company the mark TUFFY as used on laundry detergents 
and moved to withdraw its motion to dissolve; and now opposes registration of v-c TUFF. It 
now contends the goods are identical and the marks similar in sound and appearance. Since 
the marks are different in sound, appearance and significance and are likely to be sold through 
different outlets to different types of purchasers confusion is not likely and the mark may 
be registered. 335 


Historically, interferences have been practically confined to determination of question of 
priority of adoption and use between the parties: language of sections 17, 18 and 19 of 1946 
Act broadened scope of such proceedings; statute and legislative history indicate that primary 
purpose of Patent Office inter partes or contested matters is to effect result of having register 
reflect rights of parties as established in proceedings; nothing can be gained from mere deter- 
mination of first use when Patent Office is bound by section 2(d) to refuse registration of 
a mark if it so resembles a registered mark as to be likely, when applied to an applicant’s 
goods, to cause confusion, mistake or deception of purchasers. 


Having failed to establish use of term as a trademark, applicant in interference is not 
entitled to finding of prior use. 357 


OPpposiTION 
In General 


In an opposition proceeding it is not necessary to show that the goods are “goods of the 
same descriptive properties.” 73 


Where application for registration of certification mark composed of a fanciful grotesque 
“Disney-like” illustration of a bird applied to food chips was opposed by owner registrant 
of the words SWANKY DUCK with illustration of a duck wearing a top hat and bow tie applied 
to potato chips, held opposer may not exclude from registration all marks which include the 
caricature of a fowl or bird and the sole issue is whether or not applicant’s mark so resembles 
opposer’s mark when applied to its goods as to be likely to cause confusion, mistake or decep- 
tion of purchasers. 76 


DRIPCUT CREAMETTE for cream and syrup pitcher is opposed by registrant of CREAMETTES 
and CREAMETTE for line of grocery items, macaronis and cigarettes and numerous household 
items distributed by opposer as “premiums.” 

Although opposer’s use of marks on premiums has not been technical trademark use, it 
has been in the nature of advertising grocery products, and general public is not likely to 
make such fine distinction. Purchasing public will inevitably associate trademark CREAMETTE 
with premium item, whether or not trademark appears on it. Purchasers generally are not 
expected to recognize the distinction if use of a mark on or in connection with a product is 
technical trademark use or advertisement; but Patent Office is bound to consider impression 
which is likely to be created upon the purchasing public. 115 





a 


» AEs 


’ 
srgnetns 


Oo > = 





DIGEST OF CASES—PART II 49 


Ordinarily, when opposition and cancellation proceedings involving same parties and 
same marks are pending, it is desirable to consolidate them—or order that they proceed con- 
currently, especially when petition to cancel is filed with or within a short time after answer 
in first proceeding. In case on hand unnecessary delay would be caused since applicant waited 
eight months to file petition to cancel; cancellation proceeding is suspended pending final 
termination of opposition proceeding. 306 


Where opposer made advertising uses of term, it would be damaged by registration of 
term by applicant for competing goods. 589 


With reference to contention that opposer has used illustration of lamb only in advertising 
and not as a trademark, it is enough that opposer has used lamb in advertising and sales 
promotion since long prior to applicant’s first use of mark. 598 


There is no requirement of law that witness referred to in notice of taking testimony 
must testify, or that his failure to testify must be explained. 827 


Opposer appeals from decisions of Patent Office dismissing opposition based on its well 
known trademark consisting of a circular red ball disc and the notation BALL BAND used on 
rubber goods, including tires where applicant seeks in this country, based on a Czechoslovakian 
registration, registration of a circular red disc with a letter B superimposed thereon for tires, 
rim liners. 

Opposers goods are sold throughout the world and over $5,000,000 has been expended 
in advertising. Decisions of Patent Office were based on theory that goods of parties were 
sufficiently differentiated to make confusion unlikely and also that the letter B had small 
projections which distinguished it from mark of opposer. 1110 


Examiner of Interferences felt that prior third party registration of mark CLIMATOR could 
not be considered in opposition proceeding, since it was not filed before closing time for 
taking testimony and was not pleaded in opposition notice, Patent Office is under a duty to 
determine question of registrability ex parte without references to issues raised in notice 
of opposition. Since Commissioner of Patents did not consider this question it must be as- 
sumed that the Patent Office considered the mark CLIME-MATIC was registrable over CLIMATOR. 

Court does not have to consider this aspect, since appellant exhausted remedy in opposition 
proceeding. Decision of Patent Office is affirmed, Judge O’Connell dissenting. 1223 


Circumstances under which merchandise is marketed should be considered in determining 
likelihood of confusion. Applicant should not be disparaged for carrying on business in base- 
ment but opposer contends that his reputation might be injured because applicant buys perfume 
from third party. Opposer has sustained described allegations of opposition and decision 
of Patent Office is affirmed. 1339 


Pleading and Practice 


Rule 23.5 (now Rule 2.123) (Patent Rule 282) which provides a method of introducing 
oficial records and special matter contained in printed publications by giving notice to adverse 
party, also, requires that the notice indicate the relevancy of the “evidence” and that material 
introduced be competent evidence and pertinent to the issues. 88 


Applicant must bear burden of showing mark is registrable—Examiner need not show 
it is unregistrable. 110 


Federal Rule of Civil Procedure 41(b) does not govern inter partes proceedings in the 
Patent Office since Trademark Rule 24.4 (now Rule 2.132) provides otherwise; when party in 
the position of plaintiff offers testimony or evidence other than Patent Office records, Rule 24.4 
is inapplicable; Rule 24.4 should be followed in cases where patty in position of plaintiff relies 
only upon its registration and other Patent Office records by pleading or otherwise introducing 
copies in evidence and introduces no other evidence. 
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It is not incumbent upon opposer to submit any other evidence, but when party in position 
of plaintiff chooses to rely solely on Patent Office records, tribunals of Office are in a position 
at close of plaintiff’s case to determine expeditiously whether or not it has shown right to 
relief ; if no showing is made in response in order to show cause under Trademark Rule 24.4 
(now Rule 2.132), default judgment should be entered against opposer ; as showing is insufficient 
and it is found that no right to relief has been shown, case should be disposed of on merits and 
party in position of defendant is relieved of burden of offering evidence in defense of his claim; 
if party makes sufficient showing, default judgment should not be entered and new periods 
should be fixed for presentation of case and for rebuttal. 239 


If abandonment appears from testimony of opposer-respondent, opposition will be dis- 
missed and the petition to cancel may then be disposed of on motion. 306 


Opposer, registrant of Grippit for adhesive cement and mucilage has burden of proof 
that registration of applicant’s mark Gripit for liquid preparation applied to hands to prevent 
slipping of golf clubs, bars and other sporting equipment is likely to cause confusion as to 
origin of goods. In absence of evidence concerning channels of trade in which these products 
move, type and class of purchasers and other pertinent facts it cannot be said that confusion 
may result and opposition is dismissed. 337 


Application to register JUNEX for dietary supplement which is opposed by one claiming prior 
use of MYNEX for like goods. Opposer rests on admission by applicant under Rule 36 F. R. C. P. 
that opposer’s use was prior but applicant denied all other allegations of opposer and there- 
fore opposer failed in its proof and opposition could have been dismissed on motion at close 
of opposers trial period; however applicant proceeded to take testimony, most of which sub- 
stantiates allegations of opposer. 348 


Where applicant filed a motion to dismiss a petition brought under Rule 27.1 (now Rule 
2.146) to review an order of the Examiner of Interferences sustaining applicant’s objections to - 
certain interrogatories propounded by opposer it has been the practice in trademark cases for the 
commissioner to review upon petition, interlocutory orders of the Examiner of Interferences, 
and no reason is seen for discontinuing such practice. 484 


Nothing in opposer’s pleading suggested that it claims distinctiveness of portion of its 
registered mark; claim is that applicant’s mark as a whole is confusingly similar to opposer’s 
mark as a whole; marks in such cases must be considered in their entirety, since it is the 
entire mark which creates commercial impression even though suffix or prefix may be descrip- 
tive, geographical, surname or name of product; therefore applicant’s affirmative pleading is 
improper which alleges that suffix has been registered by others, that suffix is incapable of 
indicating origin, and that prefixes of involved marks make greatest impression on minds of 
prospective purchasers; conclusion does not preclude applicant from producing any competent 
evidence which tends to show that confusion is unlikely. 838 


Opposer—appellant is owner of mark aristocratic for olive oil since 1916 and opposes 
application of CoSMocRATIC used since 1950 for like goods. 

Although each mark contains same suffix, prefix sought in combination must be sufficiently 
distinctive to prevent likelihood of confusion. However some similarity is bound to exist 
between marks employing same suffixes. 

Taking into consideration that both marks are used on like goods and they are inexpensive 
food items, the buyers of ordinary intelligence exercising ordinary care should have no difficulty 
in distinguishing between marks since ARISTOCRATIC has well known connotation whereas 
COSMOCRATIC has no such well known connotation and confusion is therefore unlikely. 1232 


Applicant’s motion to strike opposer’s testimony was denied on ground that it was not 
practice to exclude evidence regularly filed, but merely to review it on final hearing in light 
of applicable rules of evidence and of any objections of party; sounder practice would be to 
defer until final hearing actions on motions to strike evidence and then to grant or deny 
motion so that reviewing authority would know precisely what had been considered in 
reaching a conclusion. 1248 
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Patent Office may not indulge in surmise concerning what facts may be at some remote 
and indefinite future time or what result of such changed facts might be. 1250 


Applicant seeks to register GREEN LEAF superimposed on five-pointed leaf for use on a 
plant spray. Opposition is based on use of BLACK LEAF and BLACK LEAF 40 as insecticides. 
Opposer did not plead ownership or use of GOLD LEAF or ROSE LEAF on products but evidence 
dealt with marks and if it had been sufficient to show use in trade the pleadings would have 
been deemed to have been amended to conform to the proofs. Use by applicants of registra- 
tion legend in connection with mark without extent to mislead is insufficient to defeat 
registration. 1363 


It is improper for opposer to simultaneously take testimony in three oppositions against 
three different applicants. Objections having been made in timely manner, motion to strike 
testimony irregularly taken may be made any time prior to consideration by tribunal hearing 
the case. 1367 


Opposer’s witness may not be cross-examined on matters completely outside the scope 
of direct examination. 1370 


Third party registrations of marks having “cel” as suffix are irrelevant to show that 
opposer’s mark is limited since matter of applicant’s rights in syllable “cel” is not in issue. 


1372 


One must assume that opposer made strongest showing possible. 


Examiner of Trademarks originally cited opposer’s registration as reference against ap- 
plicant’s right to register, but upon consideration, reference was withdrawn. Although action 
of Examiner of Trademarks is not binding upon Examiner of Interferences in inter partes 
proceeding, or upon Commissioner on appeal, it is entitled to considerable weight particularly 
where opposer presents no facts which can lead to a different conclusion. 1389 


Application for cap for capacitors was opposed by user of K-cAp for electrical condensors 
asserting use of mark prior to applicant. After institution of opposition registration issued 
for K-cAP and Examiner requested jurisdiction of application and issued final refusal of 
applicant’s registration on ground of likelihood of confusion. 


Opposition having been instituted, it was improper for Examiner of Trademarks to make 
ex parte determination of issues involved in opposition. Appeal dismissed as premature and 
continuation of opposition proceeding is directed. 1400 


Applicant seeks to register TRISED displayed in block letters on an ellipse for a sedative 
tablet. Registration is opposed by user of TRIctp for an anti-acid tablet. Both products are 
sold only on prescription. Evidence shows continuous sales of opposer’s product since 1942. 


Confusion in these products might have serious consequences. Marks are so similar that 
unclear writing or order over telephone might result in confusion. 


Parties negotiated over proposal to change applicant’s mark to TRI-seD and on basis of 
negotiations received many adjournments of date of final hearing. Subsequently petitioner 
applied to register TRI-SED and requested at final hearing of original application to stay pro- 
ceedings until publication of application for TRI-sED presently pending. But since there was 
no meeting of minds on the proposals of settlement they are of no importance. Opposer 
has no right to grant “permission” to applicant to use a mark it does not own on a product 
not controlled as to nature and quality and, at most, it could only operate as an estoppel 
against opposer’s right to challenge such use and registration. Statute prohibits registration 
of a mark so resembling a mark previously used as to be likely to cause confusion. Protection 
of public interest is paramount. 1508 


Examiner of Trademarks found that mark performed trademark function and was 
registrable; facts before Examiner of Interferences were same as those before Examiner of 
Trademarks; Examiner of Interferences should therefore refer question to Examiner of 
Trademarks for reconsideration rather than refuse registration on ex parte grounds. 1523 
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Evidence 


Registration is prima facie evidence of ownership of the mark, of validity of the registra- 
tion, and of opposer’s exclusive right to use mark. 79 


Although a certified copy of an application is competent to prove that an application was 
filed, it is incompetent in a contested proceeding to prove allegations of ownership and use 
of a mark; and where opposer contended that the application was prima facie evidence of 
use of its trademark held opposer’s application was incompetent evidence to sustain the op- 
poser’s burden of proving allegations in an opposition proceeding. 88 


TOPFLIGHT, as applied to shoe soles has some descriptive qualities but it is not merely 
descriptive, is opposed by FLITE Top for hosiery. 119 


Opposer will not be heard to complain that it will be damaged where the record clearly 
discloses conduct lacking in good faith on its part since piracy will not be countenanced by 


the Patent Office. 203 


A stipulation that if certain jobbers were called as witnesses they would testify that 
“they have no knowledge of any confusion resulting by reason of the use of the mark 
STARWAY by applicant” is without probative force since it is general, vague and indefinite and 
deals only with actual confusion, whereas the statute is directed to likelihood of confusion. 


216 


Opposer may neither rely upon its pending application as proof of use and ownership 
nor may it rely upon its answers to applicant’s interrogatories as competent proof of any 
of the allegations in its opposition. The purpose of interrogatories to an adverse party is 
‘ to enable the interrogating party to prepare for trial and the information obtained by inter- 
rogatories is not in evidence except when it is formally placed in evidence by the interrogating 
party during its trial period which was not done here. Party in position of plaintiff has 
burden of proving allegations set forth in its complaint. Opposer has not discharged its 
burden and, therefore, applicant’s motion to dismiss is granted. 309 


Where no proofs are offered in connection with specimens attached to opposition papers 
they are not in evidence but they may be considered as admissions against interest. 330 


Shipment of goods to sales representatives in other states does not constitute “use in 
commerce” and is insufficient to create trademark rights. 348 


Opposer offered proof of confusion by means of ex parte surveys which were of limited 
value by reason of their hearsay nature and the fact that instances of counter attendants 
serving NUTRI-COLA in response to orders for COCA-COLA does not prove confusion between 
the marks since it does not allow for the possibility of intentional substitution. In addition, 
opposer’s proof fails to show that applicant deliberately attempted to misrepresent its product 
as that of opposer. Applicant cannot lose its right to register its marks because others may 
independently attempt to sell applicant’s product in response to orders for opposer’s. 465 


Where applicant had salesmen make survey and general sales manager testify concerning 
survey methods, and neither salesmen nor secretary who prepared tabulations nor any of 
persons allegedly interviewed were called as witnesses nor any questionnaires put in evidence, 
purported survey is hearsay thrice removed and has no probative value. 589 


Application for PERSPECTIVE with double triangle for living room, dining room and bed- 
room furniture is opposed by PERSPECTIVES, INC. engaged in making and selling commercial 
designs, particularly for fabrics. While it is true that opposer does not make or sell fabrics, 
it is common knowledge that upholstery and drapery fabrics are displayed and exhibited to- 
gether, and the appearance of DESIGNED BY PERSPECTIVES, INC. in selvage of fabrics made 
in accordance with opposer’s design would lead purchasers to believe that there was some 
kind of trade connection between the producers and would be likely to cause confusion, 
mistake or to deceive purchasers. Decision of Examiner of Interferences is affirmed. 601 
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There is no requirement of law that corroboration of testimony of witness in trademark 
opposition case is essential to its probativeness. 

Fact that opposer’s president and only witness was not able to produce invoices establish- 
ing sales prior to applicant’s sales date of use does not justify any doubt of her truthfulness, 
especially in view of testimony as to difficulty of record storage. 

Judicial notice may be taken of fact that it is common business practice to destroy 
invoices within a reasonable time after they have served their purpose. 827 


Both parties and others in industry use adrenocorticotropin, corticotropin and adrenotropen, 
judicial notice being taken effect that they are required by Federal Food, Drug and Cosmetic 
Act to use one of these recognized generic designations for adrenocorticotropic hormone; this 
being true, it is not seen how registration of CORTROPHIN by applicant can interfere with 
opposer and other members of pharmaceutical industry in exercise of their right to describe 
goods by means of common generic term for goods. 1250 


While there is nothing positive which shows intent by applicant to select a confusingly 
similar mark, applicant’s denial of knowledge of opposer’s mark does not necessarily negative 
such an intent. 1375 


Fact that no evidence was presented to suggest confusion during seventeen years of con- 
current use creates presumption that it will not take place in future. 1389 


Copies of registrations of third parties introduced by applicant to show lack of secondary 
meaning insufficient where registrations fail to show that products were roofing or siding 
materials of nature sold by opposer. 1498 


It is common knowledge that milk, cream and half milk-half cream products are sold 
in self-service outlets where customer selects product which gave satisfaction in past by its 
identifying and distinguishing mark; commercial impression is thus created visually rather 
than orally and effect of impression must be measured by nature of mark and manner of 
display; taking into account the circumstances of purchase and prominent display of mark 
consisting of orange and blue disc design with words HALF AND HALF disclaimed, it is con- 
sidered that purchasers are likely to notice mark and rely upon it as identifying product of 
one person and distinguishing it from like products of others. 1522 


Application to register CORDALON for woven pile rugs and carpets is opposed by applicant 
of pending registration of CANDALON for like goods. Opposer owns registration of CANDALON 
for upholstery and piece goods. 

Since applicant uses CORDALON together with house mark BIGELOW on carpets for household 
use and opposer uses CANDALON for upholstery fabrics and air craft carpeting where sales are 
made directly to the industry, no confusion seems to be likely and decision of Examiner of 
Intereferences is reversed. 1529 


Defenses 


There is no estoppel against applicant as a result of its having failed to charge infringe- 
ment of its alleged trademark in patent infringement suit against opposer. 589 


Party asserting defenses of unclean hands, laches, acquiescence, and estoppel has burden 
of establishing such defenses. 1367 


In opposition proceeding opposer is required by statute to be diligent in invoking juris- 
diction of Patent Office to prevent registration; ordinarily, laches is inapplicable as defense; 
where applicant, however, has pleaded and proved acquiescence creating an estoppel, opposition 
should be dismissed, just as complaint would be dismissed in court proceeding for injunction. 


Before filing of application to register, applicant had used its mark for about 12 years 
and had advertised mark extensively by radio and in many periodicals; under facts, knowledge 
of applicant’s use is imputed to opposer; opposer made no protest until filing of application ; 
opposer’s inaction has induced applicant to rely upon its right to continue to build its business 
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around mark, and its substantial investment would prejudiced if opposer at this late date 
is permitted to interfere with issuance of registration in recognition of its rights. 1389 


Having resolved controversy as to use of marks in 1940 and having made no further 
application to court for relief during intervening thirteen years up to time opposer’s testimony 
was taken, judgment of court resulting from agreed arbitration constitutes an estoppel against 
opposer’s right to challenge applicant’s right to register. 1398 


APPEALS 
To Commissioner 


Applicant petitions Commissioner for reconsideration but action will be suspended pending 
official action of examiner where application has been remanded to examiner for re-examina- 
tion as to likelihood of confusion between applicant’s mark FoRTILAC and registrant’s mark 
FORMULAC, 366 


Petition for rehearing to Commissioner need not personally be heard by Commissioner 
under Rules of Patent Office but may be heard by an Assistant Commissioner or an Examiner- 
in-Chief. 580 


Applicant filed petition to Commissioner in which it requests information; it is hence 
not a proper petition but merely a letter of inquiry, and as such is dismissed. 587 


Where applicant filed a motion to dismiss a petition brought under Rule 27.1 to review 
an order of the Examiner of Interferences sustaining applicant’s objections to certain inter- 
rogatories propounded by opposer it has been the practice in trademark cases for the com- 
missioner to review upon petition, interlocutory orders of the Examiner of Interferences, and 
no reason is seen for discontinuing such practice. 484 


Court of Customs and Patent Appeals 


Examiner of Interferences felt that prior third party registration of mark CLIMATOR could 
not be considered in opposition proceeding, since it was not filed before closing time for 
taking testimony and was not pleaded in opposition notice. Patent Office is under a duty to 
determine question of registrability ex parte without references to issues raised in notice of 
opposition. Since Commissioner of Patents did not consider this question it must be assumed 
that the Patent Office considered the mark CLIME-MATIC was registrable over CLIMATOR. 

Court does not have to consider this aspect, since appellant exhausted remedy in opposition 
proceeding. Decision of Patent Office is affirmed, Judge O’Connell dissenting. 1223 


Owner of mark BRECK and BRECK’s for hair and scalp preparations opposes application 
for registration of BRIsk for similar goods. Although, there is no similarity in the meaning 
of the two marks, overall appearance and sound are likely to create doubt in mind of average 
purchaser. 

Where applicant seeks to extend its mark to cover same type of goods protected by an 
established mark, it should not create doubt in mind of average purchaser as to origin of 
goods, and any doubt should be resolved in favor of established mark, and decision appealed 
from is reversed. 1337 


Applicant sought registration of RAILBIRD as trademark for men’s hats. Opposed by owner 
of mark GAME BIRD for like goods on theory of confusing similarity based on fact that by 
definition RAILBIRD is a game bird and therefore marks are synonymous. Examiner felt con- 
fusion would result but Assistant Commissioner reversed ex parte on ground that RAILBIRD 
was style designation rather than trademark use. Opposer appealed but applicant did not. 
Appeal is proper notwithstanding rejection of mark on other grounds since applicant is not 
finally precluded if he overcomes ex parte objections and therefore opposer is justified in 
seeking review of portion of decision holding marks not confusingly similar. 
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Test applied by C.C.P.A. in opposition proceeding is likelihood of confusion and each 
case must be judged on own facts. Marks must be considered in their entireties and similarities 
and dissimilarities must both be considered. A descriptive part of similarity as to either 
sound, appearances or meaning is alone sufficient to indicate likelihood of confusion. 

Consideration by Assistant Commissioner of marks sTETSON and DOoBBs in connection with 
marks RAILBIRD and GAME BIRD respectively was improper since the controversy concerns the 
marks alone and neither application nor registration associates the marks in question with 
the house marks. 1343 


R. S. 4915 


The rulings of the Patent Office are accorded considerable respect by the Court and 
will not be overturned unless shown to be clearly erroneous or new and substantial evidence 
is offered. 

Where plaintiff, the manufacturer of various cosmetics carrying the trademark DEBUTANTE, 
brought an action to restrain the issuance of the trademark DEBUTANSET used for defendant's 
hairbrushes, hairbrush handles and sets held plaintiff’s trademark on cosmetic items including 
mascara applied with an accessory mascara brush did not indirectly apply to cover brushes 
and brush sets; there is little likelihood of confusion between plaintiff's and defendant's 
products because of the different physical characteristic mode of use and funciion of the 
products and channels of trade in which they are sold. The decision of the Commissioner 
of Patents entitling the defendant to register DEBUTANSET as a trademark over plaintiff’s 
opposition based on the prior registration of DEBUTANTE for cosmetics including mascara 
and accessory brush is sustained. 420 


GOLD SEAL brings R.S. 4915 action against Commissioner of Patents seeking registration 
of its mark, GLAss wWAx for liquid cleaners for glass and metal. Mark adopted in 1945 and 


registration sought unsuccessfully under 1905 Act. In 1947 registration again sought and 
intervenor, S. C. Johnson opposed and registration was rejected on the ground that the mark 
was merely descriptive or deceptively misdescriptive and that since petition was not based 
on Sec. 2(f) it could not be considered by the Patent Office or present court. The evidence 
shows great public satisfaction with the product and little concern whether it contains wax 
or not and therefore the mark is not deemed deceptive under Section 2(a). 1075 


Ill. EFFECT OF REGISTRATION 
In GENERAL 


Registration is prima facie evidence of ownership of mark, validity of registration, and 
of registrant’s right to use mark in commerce on goods recited in registration, but is not 
evidence of any other facts or of any conclusions pleaded. 240 


Use of name must be exclusive and registration in itself does not create trademark nor 
is it essential to its validity; use by another of guIcK for magazine title in addition to plaintiff 
is sufficient to defeat plaintiff in action in which it seeks to enjoin defendant from use of 
QUICK DIGEST for magazine title. 288 


Even under narrowest of several judicial views as to limits of protection given trademark, 
manufacturer will be protected if product on which his trademark is being used by another 
is fairly within normal field of expansion of his business; manufacture of hot air hand 
dryers is so closely connected with manufacture of hot air drying machines for industrial 
use that it can be considered an area of normal expansion of the latter business. 449 


Registration is recognition of applicant’s right to use its mark. 1389 


Tue PrIncripAL REGISTER 


The registration of a mark under Section 2(f) does not constitute an admission against 
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interest on the part of an applicant that the mark is descriptive and once registered on the 
Principal Register it enjoys equal status with any other mark, irrespective of the section 
of the Act under which they may be registered originally. 201 


Presumption arising from plaintiff’s registration of WEED CHOPPER js not overcome by 
defenses of defendant that words were used in advertising literature predating plaintiff's 
registration; proof of use was oral, and references to product were not trademark use. 783 


Incontestability does not broaden rights of trademark owner and acquisition of incon- 
testable right to use mark on periodical will not give registrant any greater offensive weapon 
against petitioner than it had previously. 1121 


Registration gives exclusive right to use mark in interstate commerce. 1209 


THE SUPPLEMENTAL REGISTER 


Applicant seeks to register on the Supplemental Register the word LUSTERWEAVE for cotton 
piece goods and registration has been refused on the ground that the mark merely describes 
that the fabrics upon which it is used are woven ones having a luster and it is therefore 
incapable of distinguishing applicant’s goods. While the mark undoubtedly has descriptive 
qualities, such descriptiveness does not necessarily bar registration on the Supplemental 
Register. Since LUSTERWEAVE appears to be a mark capable of acquiring a secondary meaning 
through long exclusive use and in view of the fact that it does not appear to be a term in 
common usage in the trade, registration on the Supplemental Register will therefore be 
approved. 228 


Registration issued on Supplemental Register is evidence of registration only and in 
absence of facts concerning extent of use, distribution etc., a comparison of the marks only— 
CROSSTON and LA cross—for nail files, scissors, tweezers and other manicure items is all that 
can be made. Marks are not confusingly similar since they are printed in different styles and 
do not look or sound alike and therefore there is nothing from which damage can be presumed 
and the petition to catcel is refused. 319 


Plaintiff who registered HARD GLOss for liquid polish for floors on Supplemental Register 
sued to prevent defendant from use of similar mark for polish on related goods. Plaintiff 
objects to interrogations asking whether the product is covered by patents and if certain 
specific patents are employed in the manufacture of the goods. Plaintiff is required to answer 
questions as to patents since patents might use the words HARD and GLOSs as descriptive of 
the product or of the finish obtained by its application. Such use would be relevant to the 
issues. However plaintiff need not state what means are employed to give the hardness and 
gloss to the product. 419 


Applicant filed to register ERMINE on Supplemental Register for hair tinting and coloring 
preparations ; question presented is whether or not applicant’s mark is capable of distinguishing 
its hair tinting and coloring preparations, and not whether it is functioning as a color 
designation rather as a trademark, nor whether it is a descriptive word which should not 
enjoy exclusive use. 


Fact that applicant’s mark ERMINE may be displayed in such manner in relation to its 
primary mark as to suggest that it is a color designation is not conclusive as to its incapability 
of distinguishing; ERMINE suggests white, but is not merely a color; as used, mark probably 
does not in fact distinguish applicant’s products but it is believed to be capable of distinguish- 
ing, and that is all that is required for Supplemental Registration. 609 


Fact that mark is not in nature of model or style designation does not in itself preclude 
registration on Supplemental Register but is factor deserving of consideration in determining 
question of likelihood of confusion. 610 
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Prior Acts 
Act of 1905 


Suit for patent infringement involving asymmetrical hammers for firearms, trademark 
infringement and unfair competition. Patent held invalid as anticipated by prior act. The 
mark COCKEYED was held by trial court to be invalid as a technical trademark since it did not 
indicate the origin or ownership of the article. The firearm hammers were not made up in 
stock for sale but the customer’s firearm was altered by welding a spur to the hammer. While 
Court held that mark cocKkEyep had acquired a secondary meaning plaintiff failed to establish 
that Micro used, adopted, or confused the trademark. Micro palmed off offset hammers with- 
out reference to mark. 523 


1905 Act Registration is prima facie evidence of registrant’s ownership of mark, validity 
of registration and of registrant’s right to use mark on recited goods. 1382 


Registration of Foreign Nationals 


London.revision of the International Convention for the Protection of Industrial Property, 
Article 6-D, 1934, ratified by the United States in June 1935 and adhered to by France in 
June, 1939, and which came into force between this country and France on July 1939 as a 
treaty in accordance with Article 18, of the convention, made all trademarks which were 
registered in the country of origin (France) and then in the United States independent in 
this country as of the date of the U. S. registration, provided both registrations were in 
force and effect on the effective date of the treaty. 

Application for renewal of registration based on prior French registrations held not 
required to show that mark is still protected in the home country because the limitation of 
term in Section 12 of 1905 Act was superseded by treaty which came into force between this 
country and France in July 1939. 81 


IV. CANCELLATION PROCEDURE 
In GENERAL 


SILVERBLU is generically descriptive as used for mink pelts and garments, and registrations 
therefor are ordered cancelled. 54 


Petitioner seeks to cancel registrations of HEALTH MASTER, DREAM MASTER afd REST 
MASTER, all for mattresses, on the basis of petitioner’s registration of SLEEPMASTER for 
mattresses, pillows, etc. Petitioner also claims ownership, through use, of FOAMASTER, REST- 
MASTER and DREAMASTER. Since the record shows that petitioner has used the mark SLEEP- 
MASTER on its mattresses as early as 1935, for sales made in New York and New Jersey, and 
that its subsidiary marks RESTMASTER, HEALTHMASTER and DREAMASTER were adopted in 1939, 
and that the evidence shows that these marks were used as grade marks, these subsidiary 
marks are not superior to registrant’s registrations for HEALTH MASTER, DREAM MASTER and 
REST MASTER, which were registered in 1936 and 1937. As between petitioner’s mark SLEEP- 
MASTER and registrant’s marks, registrant’s registrations have constituted constructive notice 
of registrant’s claim of ownership in the mark, and, therefore, petitioner is barred by his 
laches of 16 years from succeeding in his petition to cancel, and this conclusion is further 
supported by the fact that petitioner had actual notice of registrant’s use of REST MASTER as 
early as 1937 and therefore acquiescence amounts to estoppel. 229 


Ordinarily, when opposition and cancellation proceedings involving same parties and 
same marks are pending, it is desirable to consolidate them—or order that they proceed 
concurrently, especially when petition to cancel is filed with or within a short time after 
answer in first proceeding. In case on hand unnecessary delay would be caused since applicant 
waited eight months to file petition to cancel; cancellation proceeding is suspended pending 
final termination of opposition proceeding. 
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While registration is prima facie evidence of registrant’s ownership of mark, validity 
of registration and exclusive right to use mark on goods recited therein, assertion of registra- 
tion against cancellation petitioner subjects it to defense of contract in which registrant granted 
cancellation petitioner right to use mark. 360 


Petitioner seeks to cancel 1927 registration of CHRISTMAS CLUB for a magazine issued 
quarterly because of likelihood of damage if registration is permitted to become incontestable 
since petitioner uses the phrase in question to describe its own Christmas savings plan. Peti- 
tioner states it does not object to registrants use of term but simply wants to protect its own 
right to the continued use of term: CHRISTMAS CLUB. 1121 


Registrant urges that figure was not used as trademark prior to registration; even if 
correct, this would not affect cancellation proceedings. 1252 


Time within which applicant may seek cancellation of opposer’s mark published under 
Section 12(c) of 1946 Act is tolled by the filing of opposition by opposer during the pendency 
of action and therefore cancellation counterclaim is not stricken although filed more than 5 
years after publication. 1516 


Petitioner claims that it is damaged not by respondent’s registration but by conclusion 
of Examiner that confusion will result from petitioner’s use of OLD ENGLISH and respondent's 
use of ENGLISH VELLUM ; this is insufficient to form basis of petition to cancel under Section 14; 
final refusal of Examiner to register is appealable, but it, in and of itself, cannot be used as 
sole basis of alleged damage in petition under Section 14 to cancel a registration. 

Averment contains none of the essential elements of pleading of fraud, namely represen- 
tations, falsity, knowledge of falsity by maker of representations, and deception and injury, 
and it therefore is insufficient to state a cause of action under provisions of Section 14(c). 


1527 


PLEADING AND PRACTICE 


Registrant of TOWNLEY for ladies’ coats, suits, dresses and golf and sports suits, coats, 
sweaters and dresses seeks to cancel registrations of TOWNTREE and TOWNCLIFFE for ladies’s 
coats, suits, jackets and skirts but it appearing from the record that the TOWNLEy registration 
issued by reason of a false affidavit in that the mark was used only on coats and suits petitioner 
may therefore not rely upon the registration in any manner in the Patent Office. 92 


In a cancellation proceeding involving marks which are not the same, and goods which 
are not the same, petitioner has the burden of proving facts sufficient to overcome the 
respondent’s prima facie showing, as evidenced by its registration, of ownership of the mark, 
validity of the registration, and of the exclusive right to use the mark on the recited’ goods, 
and to prove that respondent’s registration is inconsistent with superior right of the petitioner, 
thereby resulting in damage to petitioner. Petitioner has not discharged its burden and there- 
fore decision of Examiner of Interferences is reversed. 118 


Proof of sales in the form of a sheaf of papers containing a typed tabulation prepared 
by a clerk not presented as a witness from records which were not produced are incompetent. 
Lack of evidence of confusion over 16 years of concurrent use creates presumption that 
no confusion is likely to result in the future. 230 


Petition to cancel the mark PARAGON on the Principal Register as a mark for coal on 
the basis of petitioner’s ownership of the identical mark used for the identical goods at a time 
prior to registrant’s. 

Since registrant took no testimony its record consists of the file showing application filed 
on May 20, 1950, alleging use since May 5, 1950. This date is earliest date upon which 
respondent may rely. The evidence shows that petitioner used the mark as early as 1935 
and therefore registrant's registration should be canceled, particularly since petitioner has 
shown that damage would result to it and petitioner has refuted defendant’s charges of 
acquiescence and estoppel. 355 
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Appellant is in the business of selling sewing machines and vacuum cleaners under name 
ADMIRAL and petitions for cancellation of appellee’s trademark ADMIRAL registered for use 
in radios, record players, phonograph recorders and similar goods. In cancellation proceedings 
petitioner must allege facts upon which injury to petitioner is predicated. One of the facts 
is that goods of respective parties are similar and that confusion in trade is likely. Petitioner 
relies on respondent’s allegations in previous cases before other tribunals that goods are of 
same descriptive properties. This form of pleading is insufficient. Damage must be affirmatively 
pleaded by statement that goods are of the same descriptive properties or that the sale of the 
goods would be likely to cause confusion in the trade. Therefore the decision of the Com- 
missioner dismissing the petition must be affirmed. 1234 


Fact that newcomer’s great commercial success in using trademark is no justification for 
confirmation of registered status of trademark involved, and although petitioner might have 
benefited somewhat by appellant’s use of ACADEMY AWARD, such use does not bolster his case. 

Contention by appellant that appellee has failed to prove that the appropriation of its 
name or emblem has resulted in damage is without merit, since the act is grounded upon 
invasion of a property right inherent in the name itself and damage will be presumed, and 
therefore the cancellation of appellant's mark is affirmed. 1241 


Petitioner seeks to cancel registration of CARBOLINEUM for wood preservative and insec- 
ticide on the ground that it has become descriptive of the goods and generic. Product has 
been sold for years and has been advertised extensively. It is composed primarily of an- 
thracene oil but is alleged to contain a secret ingredient. Many manufacturers make similar 
products containing anthracene and over the years many have tried to use registrant’s mark. 
Registrant successfully objected to such use by petitioner on several occasions and petitioner 
brought cancellation suit. Evidence as to whether mark has become generic is conflicting and 
since the rule is well established that the burden of proof rests upon one who seeks to cancel 


a registered mark the decision of the Examiner-in-Chief dismissing the petition will be affirmed. 
1348 


EvIpDENCE 


Testimony as to sales and advertising from figures prepared from corporate records is 
preferable since production of actual records would be burdensome and cumbersome; par- 
ticularly where records are available to other side for inspection. 

Opinion testimony by witness that he did or did not think there would be confusion is 
entitled to little weight but fact that registrant had sold $13,000,000 worth of TowNCcLIFFE and 
TOWNTREE garments which had been widely advertised would seem to indicate that if con- 
fusion, mistake or deception were likely it would have developed since 1943 but no evidence 
produced and hence while petitioner has unquestionably established trademark rights in 
TOWNLEY so applied to women’s coats and suits it has not established trademark rights in 
TOWN and therefore the dismissal of the petitions is affirmed since TOWNCLIFFE and TOWNTREE 
are not otherwise confusingly similar to TOWNLEY. 92 


Petitioner seeks to cancel the registration of SEA-SpRAY for salt crystals evaporated from 
ocean water and containing mineral supplements, on the basis of petitioner’s registration of 
OCEAN-SPRAY for fresh and canned cranberries. The petition is dismissed since petitioner has 
the burden of submitting facts sufficient to overcome prima facie showing of registrant’s 
registration and in this case has failed to do so. The record consists solely of the registrations 
of the parties, there appearing, therefore, nothing in the record from which damage to the 
petitioner can be presumed since the differences in the goods, when coupled with the differences 
in the marks, do not in themselves indicate common origin. 215 


Appellant owner of CHUCKLEs for use on candies petitions for cancellation of CHUCKLES 
for dolls. To justify cancellation of registration because of confusing similarity, no actual 
confusion need be proved it being only necessary to show likelihood of confusion, and issue 
must be determined on basis of opinion after considering marks .and application. 
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Cases cited stand for proposition that well-known trademarks are entitled to protection 
from unauthorized use or encroachment when public is likely to assume that products emanate 
from same source; but cases are not binding where purchaser would conclude that goods are 
of different origin in spite of great similarity of marks and manner in which they are used. 

1227 


Petitioner, user and registrant of sLeEK for depilatories petitions for cancellation of 
Supplemental Register registration of steEK for hairnets. Petitioner alleges also ownership 
by assignment of PEDI-SLEEK for the removal of superfluous hair, but records show that this 
mark has not been used within the recent past. 

Therefore, only question presented is: would purchasers familiar with petitioner’s hair 
preparations sold under sundry marks not including sLEEK and the house mark ELIZABETH 
ARDEN and with its depilatory sold under mark sLEEK with house mark be likely, upon seeing 
SLEEK hair nets, to assume that products come from single producer? Products sold under 
mark SLEEK possess nothing in common as to physical characteristics, functions and purposes. 
Therefore, Examiner of Interferences decision dismissing petition is affirmed. 1402 


DEFENSES 


Mere lapse of time does not in itself constitute laches so as to bar cancellation petition. 
Where application recited that mark was used on list of goods in 1931 and mark was 
not used on certain goods until some years later, unclean hands is not applicable. 1253 


“Acquiescence” relates to one’s inaction during another’s performance of an act (in 
opposition cases, long and widespread use by an applicant prior to the filing of an application 
for registration without protest by an opposer), whereas “laches” relates to delay after act 
is done (in opposition cases, undue delay after registration is sought). Both require actual 
or imputed knowledge on the part of the person against whom the defense is asserted. 

Both laches and acquiescence may create an estoppel, since it can arise from passive 
conduct joined with a duty to speak or from misleading silence. Estoppel arises when a 
person, by his acts, representations or admissions, or by his silence when he should speak, 
intentionally or through culpable negligence induces another to believe certain facts to 
exist, and such other person rightfully relies and acts on such beliefs, so that he will be 
prejudiced if the person inducing the belief is permitted to deny existence of facts. 1389 


Petitioner seeks to cancel registration of SyNCR-O-FLAME for fuel oil burners on basis of 
its registration of syNcRoMATIC for air conditioners and abandonment of respondent but aban- 
donment is not material unless petitioner prevails since there is no doubt that respondent is 
now using mark and if confusion is not likely there is no damage to petitioner. 

In view of the fact that the products are relatively expensive and are purchased by dis- 
criminating buyers and the marks do not look alike or sound alike deception of purchasers 
is unlikely and therefore the decision of the Examiner is affirmed. 1502 


V. REMEDIES 


INFRINGEMENT 
Basis of Relief 
In General 


The Restatement of the Law of Torts, Section 729 sets forth generally accepted factors 
to be considered in determining whether a particular designation is confusingly similar to 
another’s trade name. Factors include appearance, pronunciation, verbal translation and sug- 
gestion; intent of actor in adopting designation; relation in use and manner of marketing 
between goods marketed by actor and by other party; and degree of care likely to be exercised 
by purchasers. 461 


Mershon and Pachmayr developed and sold a gun recoil pad incorporating white leather 
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layer between rubber layers and which bore the legend wHITE LINE on base of pad. Pachmayr 
subsequently withdrew under agreement not to compete for 30 months. After expiration of 
period Pachmayr resumed manufacture and sale of gun recoil pads without white layer. 
Subsequently in 1945 he incorporated white line exactly as Mershon pad. Mershon objected 
and Pachmayr agreed to stop but use of white line appeared in advertising and Mershon sued 
in State Court. Action dismissed on ground that Pachmayr acted in good faith and without 
attempt to pass off. Confirmed on appeal. Upon continuation of use of white layer by Pach- 
mayr, Mershon brought suit in federal court alleging infringement of trademark and unfair 
competition. District Court dismissed suit on finding that white layer was not the subject of 
a valid trademark, there was no unfair competition and the state court decision was res 
adjudicata. Reversed on appeal. 560 


Plaintiff seeks to enjoin defendant from using the term WHITE KITCHEN in Florida in 
connection with the restaurant business on the grounds that plaintiff has used the identical 
title in connection with is several restaurants in Louisiana. 

Upon notice to plaintiff, plaintiff promptly objected and defendant registered its name 
in Florida but since the evidence establishes that the business of defendant is exclusively intra- 
state the Trademark Act of 1905 provided no remedy whereby the infringement of a trade- 
mark registered under the Act may be enjoined where its use by others is confined to the 
limits of a single state and does not interfere with interstate or foreign commerce; nor does 
the Act enlarge common law rights within a state where the trademark is being used; and 
since the mark is descriptive of the restaurant business the use of the common words either 
alone or in combination, without more, is not entitled to protection under the law of trade- 
marks or unfair competition. 950 


Test of trade mark infringement does not depend upon use of identical words nor on 
question whether words are so similar that person looking at one would be deceived into 
belief that it was the other; it is sufficient if one adopts trade name or mark that is so similar 
to another in appearance or sound that one is likely to become confused or misled. 


Objects that underly law of trademarks and unfair competition are to protect those 
that are honest in their business, to punish dishonest dealer who takes or aims to take his 
competitor’s business away by unfair means, and to protect public from deception. 958 


Trademark infringement is but one aspect of the larger field of unfair competition. 963 


Infringement or similarity is not to be judged solely by side-by-side comparison. 
Evidence of defendants’ knowledge of plaintiff’s trademark and failure to explain reason 
for adoption of accused mark does not support charge of deliberate and willful infringement. 


Defendants’ relatively greater emphasis on word other than accused mark tends directly 
to rebut contention of plaintiffs that defendants’ infringement was deliberate and willful. 


Sale of single package bearing accused mark does not constitute substantial support for 
plaintiff's general charge of deliberateness and willfulness on the part of defendants. 


If defendants in good faith believe they were not infringing plaintiff's trademark, their 
continued use of accused mark would not in itself make them guilty of deliberate and willful 
infringement. 1102 


Cases cited stand for proposition that well-known trademarks are entitled to protection 
from unauthorized use or encroachment when public is likely to assume that products emanate 
from same source; but cases are not binding where purchaser would conclude that goods are 
of different origin in spite of great similarity of marks and manner in which they are used. 


1227 

Defendants’ use of SUNBEAM as a trademark and as a part of corporate names SUNBEAM 
PRODUCT COMPANY and SUNBEAM LAMP CO. in connection with electrical products infringes 
plaintiff's registrations of suNBEAM for household electrical goods. 1310 


Essence of wrong in case of trademark infringement and unfair competition consists in 
misleading sale of goods of one person as those of another, thereby misleading the public 
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and injuring the business of the other. Trademark infringement is but part of broader law 
of unfair competition, general purpose of which is to prevent one person from passing off 
his goods as those of another; in both fields of trademark infringement and unfair com- 
petition, there need be no evidence that buying public was actually confused, but confusion 
and deception must be natural and probable result of alleged resemblance. 1315 


The test is whether there is probability that the average person will be so confused by 
the use of the device complained of as to believe that the products offered by the alleged 
infringer were produced by the trademark owner. 1324 


INSECT-O-LITE is name of product and gives plaintiff-registrant no right to stop use of 
INSECT-LIGHT. 1473 


Defendant’s use of stars on mattress covering suggests a gaudy feature rather than an 
attempt to call attention to plaintiff, who uses star for mattress, as source of product; there 
is no evidence anyone was misled, and usage does not violate injunction. 1478 


Similarity of Goods 


SYROCOL infringes plaintiff’s registered trademark CHERACOL since they are strikingly similar 
in sound and it is likely to cause confusion. 283 

Plaintiff brought suit for trademark infringement and unfair competition of its mark 
DIETENE for dietary food supplement by defendants’ pieTRim for a like product. Plaintiff's 
product is sold in powdered form in two flavors while defendants’ is distributed in capsule 
form. DIETENE is sold with suggested diets in which the name of the patient is inserted by 
the physician and is sold through druggists without prescription—sales are nationwide and 
advertising substantial. District Court held mark descriptive and not confusingly similar. 
While DIETENE is suggestive of the goods it is not merely descriptive and is a valid trademark 
entitled to protection. DiETRIM is confusingly similar to DIETENE and therefore the decision of 
the District Court is reversed. 1481 





Colorable Imitations 


Plaintiff seeks to restrain defendant from manufacturing and selling baby auto seats 
which have a horse’s head on the front and reins for the child to hold, on the ground that 
it is a copy of the same product manufactured and sold by plaintiff. Since plaintiff's baby 
seat is not patented and has not acquired a secondary meaning, there is nothing to prevent 
another from copying, manufacturing and selling an exact duplicate, provided there is no 
attempt to pass it off as the originator’s product or sell it under a name confusingly similar 
to that of the originator. The gist of an action for unfair competition in such case lies only 


in the confusion or deception practiced “in passing off” goods of one for that of another. 
195 


Plaintiff seeks an injunction restraining trademark infringement and unfair competition. 
Plaintiff manufactures seven drug products which are in capsules, tablets or liqud form 
and sold as UNICAPS ; ZYMACAP; CEBEFORTIS ; FERRATED LIVER; FERRATED LIVER WITH FOLIC ACID; 
CHERACOL and KAOPECTATE. Defendant makes same items which it sells as CAPULETS ; BYRACAPS, 
HI B&C; IRON & LIVER CAPSULES; IRON & LIVER WITH FOLIC ACiD; SYROCOL and NEUTRAPECT. 
The ingredients of all products are in common use but plaintiff claims exclusive right to 
particular combination of size, shape and color of its items and asserts it has established a 
secondary meaning therein by extensive advertising. Evidence shows that defendant deliberately 
copied size, shape and color combination of plaintiff's capsules and tablets. However, since 
plaintiff's products are not covered by patents defendant may rightfully copy completely un- 
less a secondary meaning has been established in the particular combination or there has been 
“palming-off.” Plaintiff fails to prove secondary meaning in particular combination. Extensive 
advertising was directed principally to doctors and druggists and when directed to public em- 
phasized trademarks rather than the appearance. Plaintiff not entitled to injunction on com- 
bination of size, shape and color. 283 
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MAJAR used in connection with merchandising of phonograph records is confusingly 
similar to MAJOR, used in same trade. 567 


VELOUR is confusingly similar to VELURE, both marks being used with respect to cleansing 
or facial tissues. 

Representation of small standing deer or doe is not infringed by representation of small 
lamb or lambkin; plaintiff, owner of former mark, did not acquire exclusive right to use of 
pictorial representation of all small animals of every kind, nature or genus. 820 


JoHNNiIE WALKER for cigars is confusingly similar to same trademark as used for whiskey. 
825 


One may not obtain exclusive property rights in color or in the word LIFE. 958 
BARNARDS NUTTEE FOODS with a picture of a squirrel does not infringe SQUIRREL BRAND 
with picture of squirrel, both trademarks being used for nuts and candies. 1324 


Scope of Relief 
In General 


Where plaintiff, Illinois Corporation, which did no business and conducted no manufac- 
turing in Colorado, recovered judgment against corporation doing business in Colorado for 
amount of gains and profits resulting from manufacture and sale of infringing goods as well 
as for damages resulting from unfair competition and wrongful use of trade secrets, trade- 
marks and names, determination of Director of Revenue of State of Colorado that amount 
of judgment was subject to income tax liability as income received from a source in Colorado 
was proper. 165 


Suit by publishers of Lire and Time magazines to restrain use by defendants of mark 
LiFe in connection with sale of television sets, where Court found that Lire had acquired a 
secondary meaning by means of its vast advertising and celebrity in its field and that de- 
fendants had deliberately adopted the name Lire and same style of printing to take advantage 
of plaintiff’s reputation, together with a fraudulent Lire-Time guarantee, and the evidence 
showed that the public was being confused and associated the television sets with Lire maga- 
zines, the defendants will be restrained from any trademark use of the marks Lire and Time. 

Adoption of new style of printing format would not be adequate protection in view of 
defendants’ fraud and since public still might think the television was sponsored by Lire. 
Confusion of sponsorship is basis for action of unfair competition. 174 


Plaintiff charges infringement of two patents and a common law trademark. Defendant 
seeks by counterclaim an adjudication that defendants are the owners in Missouri of the 
trademarks and assert that plaintiffs are estopped from asserting title and are guilty of 
unclean hands. Where a patentee seeks to broaden the scope of a patent he is restricted to the 
interpretation argued before the Patent Office and this is so even though patent has never 
been built into a commerial device. Where license agreement authorizes licensee to use 
KOOLVENT on patented devices and manufacture of patented item is authorized after expiration 
of patent without cost or royalty and use of the mark is permitted “under this license,” licensee 
has right to use KOOLVENT even though license did not continue to expiration of patent since 


the termination was by act of plaintiff and rendered plaintiff guilty of unclean hands. 
935 


Injunction 


Names having been found generically descriptive, defendant is enjoined from 1) claiming 
they are its exclusive trademarks; 2) preventing their use by others; and 3) seeking to 
register them as trademarks. 54 


Stronger prima facie case must be presented by applicant seeking preliminary injunction 
in advance of trial than for similar relief after trial. 192 
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In spite of fact that defendant no longer handles infringing goods, injunction will issue 
against it in view of distinct possibility that it will do so again. 450 


If similarity of company names diverted trade from plaintiffs to defendants and this 
was intentionally done, a court of equity will afford injuntive relief. 453 


An injunction cannot be granted in absence of sufficient showing of damage or substantial 
injury to plaintiff, and cannot be granted where injury is merely anticipatory. 529 


Defendant is enjoined from further manufacture of phonograph records bearing infring- 
ing labels, but is given opportunity to dispose of present supply. 567 


In granting injunction, court holds that actual loss of business, diversion of trade, com- 
petition, or palming off of defendant’s goods as plaintiff's are not prerequisites to decree; 
infringement of trade name is enough to invoke intervention of equity to protect public as 
well as plaintiff. 778 


Injunctions are a most drastic remedy and cannot be based upon speculative fear that 
primarily arises from justified faith and pride in a good product. 

In denying motion for preliminary injunction, court considers that plaintiff's experienced 
organization can stand off alleged unfair competition for anticipated two month period before 
trial. 

Some showing of likelihood of confusion is necessary for granting of preliminary injunc- 
tion against unfair competition; element of “free ride” does not warrant issuance of injunc- 
tion in absence of patent monopoly or clear proof of secondary meaning; important factor 
is conduct that will cause confusion to customer as to source of product. 792 


Defendant, publisher of CAR LIFE magazine, is enjoined from simulating the name and 
mark of plaintiff’s magazine LIFE; giving undue prominence to word LIFE in relation to word 
CAR in title CAR LIFE either by means of size, style of type, coloring or any other device; and 
using title CAR LIFE in block letters in white, black, or any color on rectangular block back- 
ground or any shade of red on such a background of white. 958 


Both plaintiff, California Corporation, and defendants, New York partnership, have same 
corporate name ELCON MANUFACTURING CO. and use same name ELCON for electrical connectors ; 
use of identical names causes confusion albeit plaintiff does business mostly with government 
and aircraft manufacturers, while defendants do business with the trade generally; plaintiff 
is entitled to preliminary injunction. 

Where plaintiff failed to make application for preliminary injunction until two years 
after commencement of action, during which period defendants’ claim to have made large 
quantity of merchandise bearing infringing mark, defendants should be given reasonable 
opportunity, here six months, to dispose of same and to change dyes. 1209 


Accounting 


Requiring defendants to offer evidence as to what part of profits if any was not attri- 
butable to their infringement of plaintiffs’ trade name and trademark was error; defendants 
are not required to assume burden of proving plaintiffs’ damages. 453 


Plaintiff seeks to enjoin defendant for an infringement of its trademarks and defendant 
seeks similar relief in its counterclaim and also asks for an accounting of profits. But rights 
to recover profits against a trademark infringer are subject to the principle of equity and 
an accounting does not automatically follow a judgment of infringement. 

In the present case the products are not the same and there is no competition between 
them and consequently no damage and therefore it is not deemed necessary to provide for 
any award of profits. 949 


In view of showing of false and misleading advertising and deliberate design to cause 
confusion and mistake and to deceive purchasers, conclusion must be that whether cause is 
viewed as one of unfair competition or trademark infringement, appellant is entitled not 
merely to injunction but to an accounting of profits and damages as well. 963 
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Accounting will not be ordered merely because there has been an infringement, and will 

be denied when an injunction will satisfy the equities of the case. 
In granting injunction but denying accounting, court considered it material that bulk 
of defendants’ business was conducted through sales to its customers based upon specifications. 
1102 


Proof shows no substantial damage or loss of profits from defendants’ competition and 
therefore no accounting need be ordered. 1481 


Evidence 


In order to obtain injunctive relief against possible injury through copying of elements 
of color, style, design, form, and general make-up of trademark, it is not necessary to 
produce evidence of actual confusion between products but merely a reasonable likelihood 
of such confusion. 958 


Infringement or similarity is not to be judged solely by side-by-side comparison. 

Evidence of defendants’ knowledge of plaintiff’s trademark and failure to explain reason 
for adoption of accused mark does not support charge of deliberate and willful infringement. 

Defendants’ relatively greater emphasis on word other than accused mark tends directly 
to rebut contention of plaintiff that defendants’ infringement was deliberate and willful. 

Sale of single package bearing accused mark does not constitute substantial support for 
plaintiff's general charge of deliberateness and willfulness on the part of defendants. 

If defendants in good faith believe they were not infringing plaintiff’s trademark, their 
continued use of accused mark would not in itself make them guilty of deliberate and willful 
infringement. 1102 


Whether defendants’ mark constituted infringement is dependent upon substantially same 
proof as is required to support charge of unfair competition, and court is of opinion that 
motion for summary judgment be overruled; question of prior use of ensemble both in 
advertising and in the trademark is also a question of fact which should be considered in 
connection with all facts of case. 1315 


Defenses 


Defendant, through its members, having sold breeding stock to plaintiffs under stated 
names, is estopped to claim that names cannot now be used by those who purchased breeding 
stock under such names. 54 


Introduction by defendants of 213 third party registrations of Lire alone or in connection 
with other words has no bearing on finding of secondary meaning in communication field 
since the term is usually modified by other words, or the goods are such that no likelihood 
of confusion seems possible. 

Contention of defendant that even if likelihood of confusion is assumed action must fail 
unless plaintiff shows it intends to enter retail television field or inferiority of defendants’ 


products are such as to diminish good will of plaintiff overlooks duty to protect public interest. 
174 


Defendant used mark after it knew or should have known of plaintiff's rights; it is no 
defense that it ill-advisedly continued to assert rights to which it may have honestly believed 
it was entitled but which it did not have. 449 


Attempted proof of laches of slightly over a year is too trivial to require serious con- 
sideration, and in light of intentional and fraudulent use of trademark defense is a frivolous one. 
It may be that third persons may have been guilty of infringement of involved mark, 
but such would not be defense or justification for infringers; it is no excuse for them to 
say that others have been guilty of same wrong; uses of offending word in local areas of 
the East are no justification for infringer’s acts on Pacific Coast. 963 
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Where plaintiff failed to make application for preliminary injunction until two years 
after commencement of action, during which defendants’ claim to have made large quantity 
of merchandise bearing infringing mark, defendants should be given reasonable opportunity, 
here six months, to dispose of same and to change dyes. 1209 


UNFAIR COMPETITION 
Basis of Relief 
In General 


Action for unfair competition wherein plaintiff, an Ohio glassware manufacturer, seeks 
to enjoin defendants, proprietors of a Danbury, Connecticut company specializing in plateglass 
installation, from using its corporate name on the ground that it is causing confusion of the 
public and defendants are benefiting from plaintiff’s reputation. 

Plaintiff moves for summary judgment on the basis of supporting affidavits. Plaintiff 
was formed in 1900 in Columbus, Ohio and has established nation-wide sales of its glassware, 
which have run into millions of dollars annually, including proof of sales in Connecticut 
from 1927 to 1952. Defendants have operated as a partnership under the name Federal Glass 
Company since 1945 but the name was previously used by a predecessor who filed the name 
with the Town Clerk of Danbury in 1925. Plaintiff's motion for summary judgment is denied 
since plaintiff has failed to show that it had an established reputation in the Danbury area 
in 1925 when defendants’ predecessor first adopted the name Federal Glass Company. 169 


Suit is for trademark infringement seeking an injunction against defendant’s use of a 
trade name containing the name CASUAL. It appearing that plaintiff has used and advertised 
his ladies’ sportswear shop as CASUAL CORNER and that the term has come to be recognized 
by the public in the Atlanta area as indicating his business and that defendant, operator of a 
similar ladies’ sportswear shop, has used the term THE CASUAL sHopP which, following written 
protests from plaintiff, was changed to sINGER’s CASUAL sHOoP. Defendant demurred and the 
demurrers were sustained and the petition dismissed which on appeal was affirmed on the 
ground that the adjective “casual” is a descriptive word incapable of exclusive appropriation 
and while capable through long continuous use to come to indicate plaintiff's business, the 
trade name SINGER’S CASUAL SHOP is not so similar as to be confusing or misleading to the 
public. 186 


Motion by defendant to dismiss complaint in unfair competition action on the ground 
that the court lacks jurisdiction since jurisdiction is alleged solely on the basis of the Lanham 
Act giving the court jurisdiction in unfair competition cases where the operations are alleged 
to be in Interstate Commerce. This allegation is insufficient where there is no diversity of 
citizenship nor allegations as to trademarks or tradenames registered or unregistered set 
forth in the complaint and therefore the motion to dismiss is granted. 188 


Plaintiff seeks an injunction enjoining defendant from selling a plastic catsup dispenser 
which, like plaintiff's is made in a shape resembling a tomato, colored red or yellow and 
adorned by a green leaf and stem on top. The design was created by plaintiff and its proof 
shows wide sales, advertising and public acceptance. While the dispensers are practically 
identical in form and color they are packed in different cartons and plaintiff's are sold as 
SQUEEZE-IT and defendant’s as E-z-FLow. Plaintiff’s dispenser is not covered by patent and 
therefor there is nothing to prevent imitation or reproduction so long as imitator does not 
misrepresent the source of the goods or the form of the goods imitated have acquired a 
secondary meaning. The record contains no evidence that the form of the dispenser has 
acquired a secondary meaning identifying the product with plaintiff nor is there any evidence 
of confusion between the cartons. Plaintiff, to justify relief, must show that the product 
has attained a primary significance in the public mind which is attached to the producer and 
not to the utilitarian function of the product. Nor is relief justified against the particular 
color used by defendant since the colors have no significance other than to match the contents 
of the dispensers and is therefore functional. 276 
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Plaintiff's ironing board table top device did not acquire any such secondary meaning 
from its alleged distinctive appearance as would justify injunctive relief based on its charge 
of unfair competition, both for the reason that it has permitted its device to be sold under 
other trade names and trademarks and through other outlets to such an extent that it could 
not have been associated exclusively in the public mind with plaintiff as the source, and for 
the additional reason that the appearance of the device being functional, may not acquire any 
secondary meaning which would render it subject to exclusive appropriation by anyone in 
the trade. 294 


















Defendant guilty of unfair competition in the manufacture and sale of a tobacco pipe 
closely resembling plaintiff's pipe in general appearance and configuration, plaintiff’s pipe 
being a unique and entirely original combination of an aluminum metal shank with three 
parallel bars connecting the tobacco burning element with the bit; although a side by side 
comparison revealed differences in construction, testimony showed that an uninstructed person 
would assume that defendant’s pipe was but a modified version of plaintiff’s pipe; secondary 
meaning established for plaintiff's pipe in that it was the only pipe of its kind sold during 
a five-year period prior to appearance on market of defendant's pipe; defendant’s use of 
confusingly similar easels and failure to impress or clearly stamp name VIKING on its pipes 
were important elements showing defendant’s purpcse to wrest from plaintiff established 
consumer acceptance of plaintiff's FALCON pipe; uncontradicted testimony introduced by 
plaintiff not only evidenced likelihood of confusion among distributors and consumers, but also 
actual confusion among both, as well as passing off by a retailer and confusion of an 
advertiser. 433 


That parties market same goods or services and are in direct competition with each other 
is important, but absence of these factors is not conclusive. 461 




























Facts supporting suit for infringement of trademark and suit for unfair competition are 
substantially the same; this principle has been applied to passing off defendant’s goods as 
goods of the other, to protection to vendor of goods under exclusive sales agencies as well 
as to manufacturer, and to use of words “authorized” or “only authorized.” 

Test of unfair competition appears to be whether there is likelihood in advertising or 
business methods used of consumer confusion as to source of goods, or simulation of devices 
employed by a business rival, or substitution of goods or services of one person for those 
of another, thus inducing the purchase of his goods or services under false impression as 
to their origin, ownership, or authority, and thereby obtaining for himself benefits properly 
belonging to his competitor ; protection is afforded to reputation which one party has acquired 
for his goods and services and the public to the use of means of distinguishing them from 


other goods. 


Complaint states cause of action for unfair competition which alleges that plaintiff is 
only dealer in area for specified General Motor vehicles, that defendants are representing to 
general public by advertising and other means that they are authorizd dealers in area for 
such vehicles, and that plaintiff has been damaged and will continue to suffer damages on 
account of false and misleading representations and unfair trade p~actices. 528 

















One whose trade name has acquired secondary meaning in minds of public as Indicating 
origin of his products or as identifying his goods known to them by trade name has right to 
have trade name protected by securing injunction to prevent another from using same or 
similar name which would mislead public into buying defendant’s goods in belief that they 
are buying those of plaintiff and from palming off his goods as those of plaintiff to injury 
of latter; where plaintiff's name has acquired secondary meaning as descriptive of plaintiff 
it is not required to prove actual deception upon part of defendant, for it is enough if it ap- 
pears from similarity of names, nature of business, methods of wrappings, advertisements, 
and various other details employed by defendant that there is reasonable probability that 
public will be induced to deal with defendant in belief they are dealing with plaintiff. 531 
Relief may be granted to non-commercial organizations without necessity of showing 
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unfair business competition and a complete injunction against use of CORNELL by the baker 
would have been granted if requested by plaintiff. 548 


Harm to plaintiffs’ trade may be inferred from finding of consumer confusion, because 
interest protected by course is a property right. 


Consequences of a defendant’s conduct predominate over quality of its motive; if there 
is likelihood that consumers are confused as to origin of plaintiff’s goods then plaintiff is 


entitled to relief. 552 
In seeking equitable relief against confusion financial success of interloper is not the test. 
567 


Action for unfair competition and motion for preliminary injunction to restrain defendants 
from use of title ANNIVERSARY WALTZ for play and threatened sale of play and title for use 
as a motion picture. Plaintiffs wrote and composed musical. Defendants produced and pre- 
sented play ANNIVERSARY WALTZ; use of title was not authorized, consented to or licensed 
and despite demands, defendants did not abstain from use of title. Motion picture rights in 
play and title are owned by authors and stem from contract between authors and defendants, 
who may participate in proceeds of sale of motion picture rights. Since plaintiffs did not 
make sufficient showing of irreparable harm, motion for injunctive relief is denied. 569 


Plaintiff moves for preliminary injunction in action for unfair competition. Plaintiff 
promoting new underground sprinkler system NOMA SPRAY; subsequently defendant was 
organized and is marketing in identical system under name LAWN SPRAY, advertisements and 
style of printing closely resemble plaintiff’s. While law favors competition it does not counte- 
nance fraudulent acts and if material used by competitors is calculated to deceive the public 
its use should be prevented. Test is whether defendant is attempting to “palm off” its goods 
as those of plaintiff. 

Defendant will not be harmed if its price lists are printed in different color or its 
numerals in different sequence or the printing of the word spray be in different style. Motion 
for preliminary injunction granted upon posting of $500 security bond. 570 


Suit by Kay Jewelry to restrain use by defendant of name GAy’s JEWELRY in connection 
with its business. However, since the evidence shows that the name GAy’s was honestly 
adopted and without intent to trade on plaintiff’s reputation and plaintiff has failed to establish 
confusion by the public between the names involved nor evidence of passing off the decision 
of the trial court in dismissing the complaint is affirmed. 575 


Unfair trade is a sort of theft of good will. 783 


One has no right to palm off his goods for sale as goods of a rival, and one is therefore 
not allowed to use names, letters or other indicia by which he may induce purchasers to 
believe that goods which he sells are the manufacture of another; principle is applicable 
although no technical trademark is used by either. 795 


Plaintiff seeks permanent injunction restraining defendant from use of name HASCO. 
Plaintiff has made and sold aluminum windows and doors since 1947 under the name JAsco 
which has been widely advertised in national publications. Sold windows to H & S Screen 
and Sash Co. Subsequently H & S decided to manufacture screens and doors. Adopted 
name HASCo for manufacturing business; plaintiff promptly objected and brought suit. In- 
junction granted since it is apparent that HAsco unfairly competes with JAsco and it is not 
necessary to prove intent to pass off. Likelihood of confusion is sufficient. 818 


Objects that underly law of trademarks and unfair competition are to protect those that 
are honest in their business, to punish dishonest dealer who takes or aims to take his com- 
petitor’s business away by unfair means, and to protect public from deception. 958 


Trademark infringement is but one aspect of the larger field of unfair competition. 
In order to make out case of unfair competition, it is only required that natural and 
necessary consequences of infringer’s conduct was such as to cause deception. 963 
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Plaintiffs seek to restrain defendants from using the name ACTIVE AUTO PARTS, INC. in 
connection with their automobile supply business on the ground that it will cause confusion 
with plaintiffs’ use of the trade names ACTIVE AUTO BODY SUPPLIES and ACTIVE AUTO SUPPLY CO, 

The evidence shows that the use by defendant of its trade name has caused confusion 
of customers which is likely to increase with expansion of the respective businesses. Since 
the trade name ACTIVE is not descriptive in any way of plaintiffs’ merchandise plaintiff will 
be entitled to an injunction against the continued use by defendants but no grounds are shown 
for an accounting. 975 


While unfair competition was originally applied to palming off of one’s goods as those 
of a rival trader and therefore required proof of an established secondary meaning, this 
limited view has been considerably broadened in recent years, particularly in New York, to 
include what is an unfair course of dealing even without proof of an established secondary 
meaning. 1178 


Inasmuch as there was no access and no appropriation of any substantial part of material 
protected by copyright in plaintiff's magazine article, there can be no claim of unfair com- 
petition based on content of defendant’s book. 

Titles of copyrighted works are not protected against their use by others unless they 
are distinctive and have acquired a secondary meaning; THE PSYCHIATRIC NOVELS OF OLIVER 
WENDELL HOLMES does not unfairly compete with OLIVER WENDELL HOLMES—PSYCHIATRIST, 
both titles being descriptive. 1185 


Rules relating to liability for harm caused by unfair trade practices develop from tort 
rule which imposes liability upon one who diverts custom from another to himself by fraudulent 
misrepresentation that the goods he is offering are the goods produced by the other. 

While original basis of equitable relief was fraudulent deception of purchaser, Associated 
Press case (248 U.S. 215) said that right to acquire property by honest labor or conduct of 
lawful business is as much entitled to protection as right to guard property already acquired. 

Essential element of unfair competition is deception; therefore in order to warrant in- 
junction, acts complained of must be of such a nature as to mislead and deceive public so 
that defendant is in effect taking advantage of good will and business reputation which com- 
plainant has built up. 

While law of trademarks is part of doctrine of unfair competition, there is a difference: 
infringement of trademark is violation by one person of exclusive right of another to use of 
word, mark or symbol; on the other hand, where rivals have equal right to use same words 
but such words were used by one of them before the other and by association have come 
to indicate to public that goods are product of former, latter will not be permitted to use 
them in such manner as to deceive public as to origin, manufacture or ownership of goods 
to which they are applied. 


Courts are solicitous to prevent unfair competition and to protect against unfair practices 
those who have established and developed business or product stamped in public mind with 
impression of builder’s skill or reputation; but courts are equally solicitous to encourage fair 
competition and thereby protect public against evils of monopolies. 

Courts must be careful to guard against extending meaning of unfair competition to 
cover acts which may be unethical yet not illegal. 

Generally in cases of unfair competition, fraudulent intent is not essential for injunctive 
relief. 1211 





False Trade Descriptions 








Where copying by one party of another’s product is not done to deceive purchasers and 
thus to derive benefit from another’s name and reputation, but rather to avail oneself of a 
design which is attractive and desirable, case of unfair competition is not made out. 

It seems clear from decision in Singer v. June, 163 U.S. 181, that upon expiration of 
patent, party may manufacture and copy the article patented in the identical shape, form 
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and appearance in which it was constructed during the existence of the patent, and that 
the only obligation on the copier is the avoidance of misleading the public in the belief that 
the article was being manufactured by the prior patent owner; in carrying out such obliga- 
tion, copier must inform the public unmistakably that it is the product of the one making 
such copy. 

Conclusion drawn from Kellogg v. National Biscuit, 305 U.S. 111, is that one who claims 
that another is guilty of unfair competition in copying his product must show that the con- 
suming public is primarily concerned in the producer, rather than in product itself; that 
upon expiration of patent copier is as free to share in good will of article as prior patent 
owner; and that only obligation of copier is to identify its product. 

There is nothing unlawful in copying unpatented products of another down to the last 
detail, except in so far as resulting similarity may become means of securing his customers 
through their relief, so induced, that your goods are his. 

Sharing in good will of an article unprotected by patent or trademark is exercise of 
right possessed by all persons and not unfair competition. 

New competitor is not held to obligations of insurer against all possible confusion. He 
is not obligated to protect negligent and inattentive purchasers from confusion resulting from 
indifference and is not required to make the market foolproof. 

To acquire secondary meaning in minds of buying public, article of merchandise must 
proclaim its identification with its source and not simply stimulate inquiry about it. 

Where action for unfair competition trademarks and advertisements clearly disclosed 
that defendant was maker of article, no issue of secondary meaning arose, and question 
whether defendant copied non-functional features of plaintiff's article is irrelevant. 795 


Plaintiff seeks a temporary injunction restraining defendant from copying the design 
and pattern of plaintiff's GINGERBREAD MAN swimsuit and from advertising and representing 
that defendants’ suit is identical with plaintiff's garment. While the law is that where there 
is no patent or secondary meaning the competition may lawfully copy yet if the article can 
be palmed off as the product of another by reason of the lack of due identification then 
unfair competition exists. Here the defendants put into circulation garments which enabled 
the retailers to lead purchasers to believe they were the well advertised product and therefore 
the temporary injunction will be ordered to require proper identification of source be placed 
on all of defendants’ garments which are similar to plaintiff's. 1088 


Where defendant extensively imitates plaintiffs’ various file cases, it leaves impression 
of intentional effort to take over plaintiffs’ markets by unfair means; defendant has adopted 
non-functional characteristics of plaintiffs’ products, sizes, designs and color; that would not 
singly offend, but combined with fact that defendant’s important employees were recently 
those of plaintiffs, there is exposed conscious attempt to invade plaintiffs’ markets contrary 
to established fair competitive practices; defendant is enjoined inter alia from further imitation 
of plaintiffs’ file cases. 1486 


Trade and Commercial Names 


In order to show acquisition of trade name in common word, party has burden of estab- 
lishing special significance or secondary meaning through adoption and use of designation 
in association with its goods. 

Plaintiff has burden of proof to show that defendant’s services or business is likely to 
be regarded by prospective purchasers as associated with source identified by name used by 
plaintiff; in reaching this result, triviality of defendant’s interference with whatever interest 
plaintiff may have in its name should not be ignored. 192 


Plaintiff, well known meat packer and manufacturer of liquid and industrial soaps, seeks 
to restrain defendant from the use of name swirt and swirt’s in connection with its sale 
at retail of liquid shampoo, liquid hair tonic and liquid dandruff treatment. 

While Thomas W. Swift is the sole owner of T. W. Swift Co. and was previously a 
salesman for Jeris Co., evidence shows that adoption of corporate name by defendant was 
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without fraud nor was there any showing of attempts by defendant to palm off its product 
as that of plaintiff. However, plaintiff has many trademark registrations covering the ex- 
pression SWIFT and swiFt’s and its annual sales are in excess of $2,000,000,000. It has not, 
however, sold at retail soap, liquid shampoo or liquid dandruff treatment but has sold large 
quantities of liquid and industrial soaps in bulk. 

Record shows that defendant sells its three products exclusively at retail under the name 
SOLVENE HAIR TONIC, SWIFT'S DANDRUFF TREATMENT and SOLVENE SHAMPOO. Packages in 
cardboard holders tend to magnify word swirt and arrangement is calculated to create im- 
pression that the products are swiFT or SWwIFT’s products. 

This method of packaging constitutes unfair competition and will be restrained but de- 
fendant will not be required to change its corporate name to Thomas W. Swift and Co. 

280 


QUICK DIGEST for magazine jis not confusingly similar to TEMPO AND QUICK for magazine, 
there being no similarity between the publications. 288 


Plaintiff over a period of years and by expenditures of large sums of money has estab- 
lished fine reputation and good will with the public in his theatre restaurant DIAMOND HORSE- 
sHoE. Defendant is attempting to reap benefits by unlawfully using the name DIAMOND HORSE- 
SHOE in advertisements for place formerly occupied by plaintiff, where defendant conducts 
public dances. It does not matter whether defendant is in direct competition with plaintiff 
or otherwise, the use of the name in the manner described is calculated to deceive the public 
and results in the unlawful appropriation of the benefits of plaintiff’s reputation to defendant 
and creates a future and continuing hazard to plaintiff's reputation which will be enjoined. 

291 


Plaintiff's EDUCATIONAL TRAVEL ASSOCIATION and defendant’s EDUCATIONAL TRAVEL INSTI- 
TUTE (adopted with knowledge of plaintiff's corporate name) are so similar that it can lead 


to confusion in the public mind. Although it is not necessary to show actual irreparable 
damage, such damage can reasonably be expected to flow if permitted to continue. Motion 
for injunction pendente lite is granted. 292 


Petition for injunctive relief under the provisions of Section 964 of the New York Penal 
Law against use of corporate name is dismissed, as record presents issues of fact impossible 
of determination on conflicting affidavits, and where statute requires that an “intent to deceive” 
the public must exist before an injunction may issue. 410 


Defendants are enjoined from use of plaintiff's corporate name after expiration of fran- 
chise, as this might result in palming off the goods, particularly in view of defendant’s intent 
to trade upon plaintiff’s good will and evidence shows actual confusion. Plaintiff has estab- 
lished secondary meaning of its name by the volume of its sales and substantial sums ex- 
pended for advertising. While plaintiff does not presently manufacture it has retained its 
name and corporate franchise and therefore is qualified to assert its rights. 

Defendants’ contention that no confusion will result in view of differentiation of name 
by the addition of words oF MINNESOTA is unsound since purchasers may conclude defendant 
is a branch or affiliate. 412 


Plaintiff seeks, under §964 of the Penal Law to enjoin defendant from the use of the 
signs OUTLET Or THE OUTLET sTORE. This section constitutes a procedural change permitting 
one aggrieved to procure summary relief, but the right to relief is still governed by equitable 
principles applicable to unfair competition. The words oUTLET and the OUTLET STORE are de- 
criptive and are ordinary English words available to all unless they have acquired a secondary 
significance. 


Since the remedy under §964 is primarily penal in nature, plaintiff must establish his 
claim by conclusive proof as to defendant’s intent to deceive, but plaintiff fails in this respect 
since its evidence as to public deception is largely of a hearsay or highly conclusory nature, 
and also, since plaintiff has itself violated other sections of the Penal Code, the court will 
leave the parties where it found them and the petition is dismissed. 445 
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NATIONAL is almost as weak a mark as can be found. 449 


In view of acquisition of secondary meaning for VENTILATED AWNING SHUTTER, trade 
name of plaintiff MIAMI VENTILATED AWNING SHUTTER COMPANY, defendant is enjoined from 
using word VENTILATED in its trade name SEA VIEW VENTILATED AWNING SHUTTERS; however, 
in face of finding as to existence of other trade names based on root word “ventilate,” 
defendants may adopt a new trade name based on such root word and may use words “ven- 
tilated awning” and “ventilated” in telephone listings and advertising. 452 


ALL-STATE SCHOOL OF DRIVING for driving instruction school is confusingly similar to 
ALLSTATE for auto products and services, especially since plaintiff, owner of ALLSTATE, is 
closely associated with field of driving instruction through educational grants and insurance 
discounts. 461 


Plaintiff's mame MONROE STATIONERS, having acquired secondary meaning identifying 
plaintiff MONROE STATIONERS AND PRINTERS, INC. is entitled to protection from unfair com- 
petition from defendant’s name MUNROE STATIONERS, INC. 532 


Where plaintiff is owner of good and valid trademarks and names sINGER and letter “S” 
for sewing machines, furniture, sewing supplies and services, including instructions in sewing, 
and trade name SINGER SEWING CENTER, defendant is guilty of trademark infringement and 
unfair competition where it adopted name sINGER UPHOLSTERING AND SEWING COMPANY for 
business including reupholstering of old furniture and sale of new furniture, slip covers and 
draperies; salesmen misrepresented connection between businesses of parties, and actual 
confusion in minds of public was amply proved. 535 


LUCATELLI for olive oil is confusingly similar to LOCATELLI for cheese, meat products, 
tomato paste and antipasto. 552 


SAFEWAY has secondary meaning for plaintiff’s grocery stores, Safeway Stores, Inc. within 
area of plaintiff's activities. 

SAFEWAY is fictional and fanciful trade name for grocery stores. SAVEWAY even in con- 
junction with words SUPER MARKET, HOME OWNED, HOME OPERATED is confusingly similar to 
SAFEWAY, both names being used for grocery stores, and is restrainable in Virginia as unfair 


competition. 
Existence of other sAVEWAY stores in various states does not dilute plaintiff's instant 
right in SAFEWAY or mitigate defendant’s offending limitation. 778 


WEED KUTTER and WEED CLIPPER are confusingly similar to WEED CHOPPER when used in 
connection with the distribution and sale of electric fence controllers or related products. 


783 


Prerequisites for recovery for unfair competition set out by Connecticut courts and 
Second Circuit include establishment of prior secondary meaning and of reasonable likelihood 
of confusion resulting from defendant’s appropriation of plaintiff's name and good will; 
ultimate questions is whether or not public is likely to be deceived and this is question of fact. 

Plaintiff, in order to obtain injunction, must show its reputation with general public in 
year defendant began use of name involved. 

Dealers would not be confused as to similar names owing to great disparity in types 
of commodities produced by parties. 

Defendant’s failure to register name which it first used in 1926 until 1945 in violation 
of Connecticut statute is irrelevant in unfair competition action which seeks to enjoin use 
of name. 

Although exact territorial extent of trade name is question of fact, narrowest limit that 
could be reasonably imposed today would be that of a state. 983 


Plaintiff seeks to restrain unauthorized use of trade name DAIRY QUEEN and phrase, THE 
CONE WITH THE CURL ON Top. Plaintiffs were exclusive owners in Ohio of trade name and 
phrase as applied to frozen milk products and licensed others to use the name, supplied 
retailers with promotional material, plans for retail establishments and supervised their re- 
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tailing. Product was made by a patented machine and all contracts and licenses expired on 
date of expiration of patent, May 18, 1954. Plaintiffs licensed Boyd Wagner to operate in 
21 Ohio counties and Boyd Wagner in turn licensed and supervised retail establishments. 
Upon expiration of patent Boyd Wagner and its licensees refused to pay further royalties 
on the ground that upon expiration of patent the trade name and phrase went into the public 
domain and because they denied that plaintiffs were the owners of the trade name. 
Defendants, however are estopped from raising the issue of ownership by virtue of the 
franchise contracts which set forth that exclusive ownership of the marks was in Boyd 
Wagner and estoppel runs beyond patent expiration date. Licensees received more than a 
naked license. A trade name, like a trademark may be assigned, licensed or lent as long as 
it remains associated with product with which it has become associated in the public mind; 
and at the expiration of the term its use may be resumed by the licensor. Expansion of 
business into new territories may be handled by licenses. 1090 


Plaintiff alleges that its trademark TRU VAL has long and continuous use and has acquired 
secondary meaning and that defendant adopted name TRU-VALU to confuse public into pur- 
chasing defendant’s items, and that such use has caused and will cause great and irreparable 
injury to plaintiff; such allegations if proved would entitle plaintiff to relief. 

Words Tru VAL are fanciful and not descriptive of a characteristic quality of any particular 
product; they may be suggestive of any article of any description. 1200 


Petitioner, known as HEBREW NATIONAL KOSHER and as HEBREW KOSHER, is manufacturer 
and seller of meat provisions, and respondent, known as HEBREW KOSHER COMPANY, INC., 
conducts delicatessen store selling kosher food products; respondent's selection of name so 
closely similar to that of petitioner carries with it implication that intention is to deceive 
public by falsely indicating an apparent use of petitioner’s products; respondent has failed 
to offer any acceptable explanation justifying adoption of name used which confirms fact 
that it intended to take advantage of petitioner’s large advertising expenditures. 

Numerous cases have established principle that common words frequently used as names 
have been enjoined as improper when employed for similar businesses; examples include 
COLUMBIA, METROPOLITAN, STANDARD, LINCOLN and HUDSON. 

Summary remedy given by Section 964 of New York Penal Law is to provide quick 
relief to prevent injustice and to stop use of name which may deceive public. 1202 


THE BEVERLY HILTON (hotel) is not confusingly similar to THE BEVERLY HILLS HOTEL. 
1204 


Trade name is any designation adopted and used by person to denominate goods which 
he markets, or services which he renders, or business which he conducts or has come to be 
so used by others, and through its association with such goods, services, or business, has 
acquired a special significance as the name thereof. 

One infringes another’s trade name if (1) without a privilege to do so he uses in his 
business, in the manner of a trademark or trade name, a designation which is identical with 
or confusingly similar to the other’s trade name though he does not use designation for 
purpose of deception; and (2) other’s interest in his trade name is protected with reference 
to goods, services or business in connection with which the actor uses his designation and 
markets in which the actor uses his designation. 

Place name is common property and cannot be appropriated as subject of exclusive 
trademark or trade name in absence of secondary meaning indicating not only place of produc- 
tion but also producer and quality of his product. 

Court affirms finding of no unfair competition in case involving names EDMONDSON 
VILLAGE THEATRE and EDMONDSON DRIVE-IN THEATRE. 1212 


Defendants’ use of SUNBEAM as a trademark and as a part of corporate name sUNBEAM 
PRODUCT COMPANY and SUNBEAM LAMP CO. in connection with electrical products infringes 
plaintiff's registrations of suNBEAM for household electrical goods. 1310 


Plaintiff's corporation, owner of chain of six drive-in restaurants using the name MELSs 
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and MEL’S DRIVE-IN seeks to enjoin defendant from using the abbreviation MEL’s of his given 
name Melburn and MEL’s DRIVE-IN in connection with his restaurant located at considerable 
distance from plaintiff, in another community. 

Defendant’s restaurant was opened after two of plaintiff’s establishments had been opened. 

In absence of fraud and unfair practices, every person has right to use his or her own 
name even though it is same as another’s and same rule applies to given names, nicknames 
and abbreviations of given names. 

Since court did not find any fraud, deceit or artifice on defendant’s part in the use made 


of his own name in his business, therefore affirmed decision of trial court for defendant. 
1318 


Plaintiff, ED SULLIVAN, nationally known as newspaper columnist and radio and television 
personality moves for an injunction pendente lite to restrain defendant from using the 
words ED SULLIVAN in its corporate name. 

Preemenence of plaintiff does not give him exclusive right of his own name, everybody 
has equal right to honest use of his own name. A person cannot make a trademark of his 
own name and thus obtain a monopoly of it, which would debar all other persons of the same 
name from honestly using their own names in their own business. Motion is denied. 1330 


Plaintiff has no exclusive right to monopoly for reason that name is not so well estab- 
lished that anyone is decevied by a similar item and for further reason that item is one 


which anyone might make and sell; name INSECT LIGHT on items sought to be enjoined is a 


true name. 1473 


Dress of Goods 


Plaintiff's ironing board table top device did not acquire any such secondary meaning 
from its alleged distinctive appearance as would justify injuntive relief based on its charge 
of unfair competition, both for the reason that it has permitted its device to be sold under 
other trade names and trademarks and through other outlets to such an extent that it could 
not have been associated exclusively in the public mind with plaintiff as the source, and for 
the additional reason that the appearance of the device, being functional, may not acquire 
any secondary meaning which would render it subject to exclusive appropriation by anyone 
in the trade. 294 


Protection of trademark differs from patent in that protection is afforded where and 
when there is actual or likelihood of confusion. Evidence shows articles involved in direct 
competition and indistinguishable and confusion existing. A manufacturer who puts in the 


hands of his vendee the means of deceiving the consumer is charged with unfair competition. 
560 


Unfair competition is absent where court, when viewing cartons or boxes first hurriedly 
and then with studied eye, cannot find that mental image created is the same, and where 
court cannot find that purchasing public has been, is, or will be deceived by defendant's 
product into believing that it is that of plaintiff. ‘820 


Peculiar and arbitrary features in form, structure and arrangement of parts of article 
often are devised to distinguish it particularly where they are not functional; in such case 
imitation of form and general appearance of article itself may constitute unfair competition. 

Existence of unfair competition may depend in part upon whether there is a secondary 
meaning attaching to unique appearance of plaintiffs’ product. 

Intent of copier is decidely relevant in determining whether copying is confusing. 1178 


Trade Secrets 


Plaintiffs and defendant entered into license agreement for recipe in preparation of food 
mix. When market survey results proved unsatisfactory for the marketing of cake mix, 
defendant released any interest in recipe, and plaintiffs released defendant from any claims 
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arising out of agreement. Defendant subsequently developed and put on market cake mix 
of own. Cake mix not a new idea of plaintiffs’ and defendant's mix differs as to ingredients 
and method of use. Defendant has not been enriched at plaintiffs’ expense and has not ap- 
propriated trade secrets from plaintiffs. Complaint is dismissed at plaintiffs’ cost and judg- 
ment entered for defendant. 428 

Preliminary injunction against confusingly similar advertising is valid on ground that 
defendants’ advertising and packaging is so similar to material used by plaintiff as to entitle 
plaintiff to protection under New York Law even without preliminary showing of secondary 
meaning, and on ground that defendant was employed by plaintiff when latter was devising 
promotional campaign and thus became familiar with all of plaintiff's ideas; such an abuse 
of confidential business secrets is sufficient basis for injunctive relief. 976 


Where defendant, former employee of plaintiff, had in confidence learned trade secrets 
while in its employ and improperly used them, subsequent issuance of patents to plaintiff 
disclosing trade secrets did not terminate plaintiff’s preexisting cause of action against him. 


977 


Scope of Relief 


Where baker made and sold bread baked in accordance with formula devised by Cornell 
University as CORNELL RECIPE BREAD and a limited injunction was granted by which baker was 
to substitute, among other things, FORMULA for RECIPE and the baker’s name was to be twice 
as large as CORNELL and the use of a scroll, banner or flag in conjunction with CORNELL was 
prohibited it is held that the injunction went too far into the minute regulations of a com- 
mercial practice in view of the negotiations between the plaintiff and the baker and the 
apparent willingness of plaintiff that some use of CORNELL should be permitted the baker, 
and therefore the injunction is modified. 547 


Defendants are required to deliver up and destroy all infringing patents, devices, cartons, 
literature and advertising material bearing trademarks which copy or simulate those of plaintiff, 
and plaintiff is entitled to recover costs of litigation from defendant. 783 


Injunctions are a most drastic remedy and cannot be based upon speculative fear that 
primarily arises from justified faith and pride in a good product. 

In denying motion for preliminary injunction, court considers that plaintiff's experienced 
organization can stand off alleged unfair competition for anticipated two month period before 
trial. 

Some showing of likelihood of confusion is necessary for granting of preliminary injunc- 
tion against unfair competition ; element of “free ride” does not warrant issuance of injunction 
in absence of patent monopoly or clear proof of secondary meaning; important factor is 
conduct that will cause confusion to customer as to source of product. 792 


Defendant appeals from an order granting a temporary injunction in an action in which 
the plaintiff seeks to enjoin the use by the defendant of the term HANDI-HORSE a term which 
plaintiff has used in connection with its adjustable steel saw-horses since 1949. 

Plaintiff learned of defendant's use of the term in January 1954 and promptly objected 
and defendant agreed to discontinue the use of said term but has not done so. 

Since the term HANDI-HORSE is descriptive of the goods it is not eligible for protection as 
a trademark and the rule is not changed by misspelling of the word HANDY. However, the 
mark may be entitled to protection where it has acquired a secondary significance denoting 
that goods bearing the mark come from one source and in such cases fraud or unfair com- 
petition must be proved and the relief limited not to an injunction against the use of the 
trademark but the unfair method of its use and since the temporary injunction grants a flat 
injunction against the name HANDI-HORSE on any product this injunction goes far beyond 
restraining only unfair methods and the trial court will be reversed. 954 


Where there is no proof that defendant had acted otherwise than in good faith and no 
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showing of intent to deceive and where use of names is not confusingly similar, preliminary 
injunction is denied. 1200 


Evidence 


Affidavits as to lack of actual confusion are not conclusive since likelihood of confusion 
is sufficient. ; 

Plaintiff, to succeed, must establish proof of an established reputation in the area at 
the time the defendant first uses the same or similar name and without such proof of secondary 
meaning, it is not possible to assert any likelihood of deception to the general public. 169 


Defendant’s objection to admissibility of a tabulation of polls taken at automobile and 
motor boat shows sustained. 434 


Where defendants remain silent as to reasons for adopting trade name, silence was at 


their peril for they and not plaintiff had burden of producing evidence on question of intent. 
461 


Evidence relevant to question of secondary meaning of trade name is (a) period of time 
name has been used; (b) advertising expenditures; and (c) sales volume. 

Fact that plaintiffs did not extensively use name prior to defendants’ use of similar name 
does not detract from secondary meaning of plaintiffs’ name. 

Laches for 20 years bars recovery of damages but is not bar to injunction, in New 


Jersey unfair competition action. 552 
Proof of deliberately false and misleading use of advertising has important bearing upon 
inferences to be drawn with respect to instances of confusion. 963 
VI. COURTS 
JURISDICTION 


Court has jurisdiction due to diversity of citizenship and under §32 of Trademark Act 
of 1946 authorizing a civil action for infringement “in commerce” of a registered mark. 174 


In action for trademark infringement, state courts have concurrent jurisdiction with 
federal courts. 567 


Court finds that damage to plaintiff's good will already inflicted and damage reasonably 
foreseeable far exceeds $3,000. 778 


Plaintiff, a Pennsylvania corporation and owner of trademark VANITY FAIR as applied to 
women’s underwear seeks to enjoin use by Canadian corporation of prior registration of 
identical term for identical goods not only in U. S. but in Canada. Plaintiff had sought to 
register its mark in Canada but was denied registration because of prior Canadian registration. 

Defendant moves to dismiss amended complaint on the grounds that court lacks juris- 
diction over subject matter and of the corporate and individual defendants. The Lanham 
Act does not give Court jurisdiction of subject matter. Congress has no power to regulate 
commerce in Canada, the Convention for Protection of Industrial Property does not give 
jurisdiction, for it has not been implemented by the necessary Canadian Legislation. 

Court has jurisdiction over corporate defendant since it maintains substantial office in 
New York and service was made on managing agent. Question of jurisdiction over individual 
defendant must await amendment of complaint in order to determine whether if defendant 
does engage in business in New York the action set forth in the amended complaint is one 
which arises out of such business. 1191 


Court finds justiciable controversy alleged under Federal Declaratory Judgment Act in 
case where defendant circulated “craftily phrased” letter to trade charging infringement, but 
short of showing actual threats and charges. 

Count for damages for alleged unfair .mpetition for falsely representing trademark 
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rights and for falsely representing or designating goods, services or containers will not be 
dismissed on contention that count is not joined with substantial and related claim in another 
count seeking declaratory judgment concerning validity of defendant’s trademarks and finding 
that those of plaintiffs do not infringe. 1332 


PLEADING AND PRACTICE 


Issues with reference to infringement of a registered trademark may be quite different 
from those relating to charges of unfair competition or the unfair use of an unregistered 
trade name and therefore claims for infringement and unfair competition should be stated 
separately and the cause of action for trademark infringement should identify the trademark. 


53 


Plaintiff who registered HARD GLOss for liquid polish for floors on Supplemental Register 
sued to prevent defendant from use of similar mark for polish on related goods. Plaintiff 
objects to interrogations asking whether the product is covered by patents and if certain 
specific patents are employed in the manufacture of the goods. Plaintiff is required to answer 
questions as to patents since patents might use the words HARD and GLoss as descriptive of 
the product or of the finish obtained by its application. Such use would be relevant to the 
issues. However, plaintiff need not state what means are employed to give the hardness and 
gloss to the product. 419 


Defendant counterclaims for trademark infringement, unfair competition and cancellation 
of trademark registration. Court held that issues with reference to trademark infringement 
are separate and distinct from those related to charges of unfair competition and should, 
therefore, be stated separately. Allegations of fraud must be stated with particularity under 
Rule 9(b). Plaintiff's motion for more definite statement under Rule 12(e) of FRCP is 
granted. 431 


Complaint states cause of action for unfair competition which alleges that plaintiff is 
only dealer in area for specified General Motors vehicles, that defendants are representing to 
general public by advertising and other means that they are authorized dealers in area for 
such vehicles, and that plaintiff has been damaged and will continue to suffer on account of 
false and misleading representations and unfair trade practices. 529 


Since acts complained of in federal case were acts performed at dates later than those 
in state case issues are very different and do not involve oral agreement not to sue and action 
is not barred by res adjudicata. 560 


MorTions 


In suit for alleged infringement of trademark and trade name and for unfair competition, 
defendant moves for summary judgment, but the case cannot be decided on affidavits which 
assert laches and a superior and prior right by defendant to the use of its name, since 
relief sought by defendant is so drastic as to preclude the findings necessary unless such 
defenses are established beyond the slightest doubt. Issues such as these are genuine ones as 
to material facts, which should be determined only after a trial. 190 


Plaintiff sues for trademark infringement and unfair competition in use by defendant of 
mark BONAMINE for motion sickness remedy in view of plaintiff's prior use of DRAMAMINE for 
identical product. Defendant moves for summary judgment which is granted since little likeli- 
hood of confusion seems apparent, when products are compared as to appearance, packaging, 
price and tradenames. 540 


Question as to whether there is reasonable likelihood that public would be deceived would 
present a question of fact, and where that issue has been raised by parties, motion for sum- 
mary judgment should not be granted. 1178 


Whether defendants’ mark constituted infringement is dependent upon substantially same 


. 
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proof as is required to support charge of unfair competition, and court is of opinion that 
motion for summary judgment be overruled; question of prior use of ensemble both in ad- 
vertising and in the trademark is also a question of fact which should be considered in con- 
nection with all facts of case. 1315 


EVIDENCE 


The plaintiff in an R. S. 4915 action is not estopped from introducing evidence to establish 
prior use of its trademark merely because of the failure to present the evidence to the Patent 
Office within the proper time. 420 


FINDINGS 


The question as to whether conduct of defendant amounts to unfair competition is not a 
question of fact but a conclusion of law for the Appellate Court which can draw its own 
inferences, deductions and conclusions from findings of genuine facts properly found by 


the Trial Court. 195 


In considering whether district court erred in finding that no likelihood of trademark 
confusion existed, Court of Appeals is not bound by Federal Rule of Civil Procedure 52 (a), 
since rule is not applicable where dispute is not as to basic facts but as to what ultimate fact 
should reasonably be derived from basic facts; court of appeals, by examining basic facts 
found by District Court, can determine as advantageously as District Court whether inference 
of likelihood of confusion is warranted. 461 


Result of Court’s decision in opposer’s prior suit against applicant is that opposer is free 
to continue its normal business of selling his goods with mark BB regardless of any rights 
which applicant may have and hence applicant js not entitled to registration since the registra- 
tion would be inconsistent with opposer’s right to use established by suit. 842 


Court of Appeals is in as good a position as trial court to appraise evidence, in trademark 
and unfair competition case with written record. 963 


Appellant is not entitled to reversal of District Court’s denial of preliminary injunction 
in action for trademark infringement and unfair competition except upon clear showing that 


court’s discretion was not exercised with due regard for applicable principles of equity. 
1472 


PRELIMINARY INJUNCTION 


Motion for preliminary injunction denied where plaintiff used suNBEAM for air-condition- 
ing apparatus for heating and cooling of a structure by a central unit and defendant used 
SUNBEAM for electrical room air-conditioners since there was no right of either party to the 
exclusive use of the name SUNBEAM, there were issues of facts which the court was unable 
to resolve from the papers submitted on the motion, namely, whether, in the trade, air- 
conditioning is a generic name, whether confusion will result to customer by the use of 
SUNBEAM concurrently for plaintiff's and defendant’s products, and whether plaintiff by failing 
to enter the field of electricity operated room air-conditioning equipment, has left the field 
open to the defendant, which apparently was the first to use the mark suNBEAM on electrical 
appliances. 424 


CoNTEMPT PROCEEDINGS 


Defendant in failing to prevent his employees from passing off beverages that are not 
COCA-COLA in response to orders for cocA-coLA during the pendency of injunction adjudged 
in contempt of Court. 

The substitution, by defendant and his agents, of a product other than that sold under 
plaintiff’s trademark, in response to calls for cocA-coLa violates decree. 

In citation for contempt, plaintiff must carry same qualitative burden of proof to prove 
violation of consent decree as it would have had to establish trademark infringement in first 
instance. 1478 





re 
un 
ex 


inf 


Ne 
occ 


VI 


VIL 


ing ¢ 
Tegis 
are ¢ 
poor 
orga! 


but 
that © 











DIGEST OF CASES—PART II 


Costs 













Plaintiffs contend that in absence of statute counsel fees may not be recovered by success- 
ful party in this action based on alleged infringement of trademarks. Court should exercise 
great care in granting counsel fees and expenses and weight of authority is against granting 
it, save in exceptional cases. Previous judgments for plaintiff were basis of belief that there 
was good cause for action against defendant. Defendant’s application for counsel fees and 
disbursement of cost is denied since defendant delayed advising court that infringing signs 
had been removed, and bulk of fees were paid by trade associations not party to action. 
447 


In action for trademark infringement and unfair competition, plaintiff is entitled to 
recover legal expenses and disbursements as compensatory damages because defendant’s 
unconscionable conduct was responsible for litigation which put plaintiff to considerable 
expense by way of attorneys’ fees and otherwise. 535 











ConFLict oF LAws 





Pennsylvania looks to Federal decisions and precedents for its law of trade name 
infringement. 461 


Where operative facts occurred in New Jersey, in Federal diversity of citizenship case, 
New Jersey substantive law governs as to these facts; as to acts complained of which 
occurred outside New Jersey, state’s conflict of laws rule applies. 552 

























VU. STATE STATUTES 





Where plaintiff, Illinois Corporation, which did no business and conducted no manufactur- 
ing in Colorado, recovered judgment against corporation doing business in Colorado for 
amount of gains and profits resulting from manufacture and sale of infringing goods as well 
as for damages resulting from unfair competition and wrongful use of trade secrets, trade- 
marks and names, determination of Director of Revenue of State of Colorado that amount 
of judgment was subject to income tax liability as income received from a source in Colorado 
was proper. 165 


Plaintiff seeks to restrain defendant from using pendente lite the trademark and label 
GOOD HEALTH and GOOD HEALTH SELTZER which it had previously registered under the provi- 
sions of the General Business Law as a trademark. Plaintiff organization permits its members 
to use the label in selling their beverages. Defendant, a former member of the Association, 
refuses to discontinue use of label. However, registration does not create a trademark nor 
is it essential to its validity. It is the good will in connection with which the mark is used 
that is protected and the proprietor can not monopolize markets that his trade has not ap- 
propriated. The terms GooD HEALTH and GOOD HEALTH SELTZER are common descriptive words 
which cannot be exclusively appropriated unless they have acquired a secondary meaning 
which does not appear from the record. Papers raise issue of fact as to right of plaintiff 
to exclusive right of term. Motion denied. 816 















VIII. COPYRIGHTS 








On a motion for preliminary injunction plaintiff seeks to restrain defendants from publish- 
ing or selling book entitled “It Can't Happen to Us” on the ground that it infringes plaintiff's 
registered copyright on its book entitled “Killer in the Streets,” it appearing that both books 
are composed of drawings and captions in comic-book style of the dangers and hazards of 
poor and reckless driving of automobiles, both pamphlets being designed for distribution by 
organizations interested in promoting careful driving. 

The motion is denied since it is well settled that copyright does not extend to an idea, 
but only to the execution and development of an idea and an examination of the books shows 
that while the defendants’ ideas are similar, most of the scenes depicted are typical of the 
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dangers of careless or reckless driving and are not copies of plaintiff’s scenes. The art work 
and composition are different. 

It also appears there is a question of fact to be determined as to whether the defendants, 
previously employed by plaintiff, have engaged in unfair competition and conspiracies to 
breach the duties which they owed to their former employees. These disputed questions of 
fact may only be determined upon a trial of the issues and, therefore, the motion for 
preliminary injunction is denied. 184 


Where a prima facie case for copyright infringement has been made, plaintiffs are entitled 
to a preliminary injunction without a detailed showing of irreparable harm particularly 
where, as here, plaintiff's allegation that the market is seasonal is uncontroverted. 292 








